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UNITED STATES DISTRICT COURT 
FOR THE DISTRICT OF COLUMBIA 


CADILLAC GAGE COMPANY 
25760 Groesbeck Highway 
Warren, Michigan 

Plaintiff 


v. Civil Action No. 1341-65 


EDWARD J. BRENNER 
Commissioner of Patents 
United States Patent Office 
Washington, D. C. 

Defendant 


COMPLAINT FOR ISSUANCE OF LETTERS PATENT 
AND FOR OTHER RELIEF 


Plaintiff, by its attorneys, complains and alleges as follows: 

1. Plaintiff is a corporation existing under the laws of the State of 
Michigan, having its principal office at Warren, Michigan, and is the 
owner by assignment of U.S. Patent Application, Serial No. 797,794, 
filed March 6, 1959, for Sealing Device. 

2. Defendant Brenner is the Commissioner of Patents and is sued 
in this capacity and as an individual. 

3. Jurisdiction of the Court is founded on 28 USC Section 1331, 5 
USC Section 1009, 42 USC 2457(c) and 35 USC 133. The value of the 
patent rights in controversy exceeds $10,000.00. 

4. That through its employees Roger E. Kline and James A. Gra- 
ham, Plaintiff filed application for United States Letters Patent Serial 
No. 797,794, on March 6, 1959, for Sealing Device. 

5. On March 1, 1963, Defendant advised Plaintiff as follows: "In 
view of the amendment filed February 12, 1963, the Examiner has re- 
considered this application and found it allowable. Prosecution on the 
merits is closed." 


6. On March 15, 1963, Defendant advised Plaintiff that the applica- 
tion appeared to have significant utility in the conduct of aeronautical 
and space activities as recited in 305(c) of the National Aeronautics 
and Space Acts of 1958 (42 USC 2457 (c)): that the statement under oath 
required by Section 305(c) of the National Aeronautics and Space Act 
should be filed without a formal requirement being made by the Com- 


missioner as provided in the statute. 
7. That on April 19, 1963, Plaintiff filed a statement of each of the 
two inventors as required under the Act which was and is believed by 


Plaintiff and Counsel for Plaintiff to be in compliance withthe statutory 
requirement. 

8. On May 31, 1963, Defendant advised Plaintiff "These state- 
ments are not acceptable since they do not set forth the full facts con- 
cerning the making and conception of the invention, such as whether the 
invention was made on the inventors' or employer's time, using the in- 
ventors’ or employer's funds, facilities and material." 

9. That on September 30, 1963, Defendant made 4 formal require- 
ment for the filing of a sworn statement under the provisions of 42 
USC 2457(c). 

10. On December 12, 1963, Defendant notified Plaintiff as follows: 
"In response to the suggestion on March 15, 1963, applicants filed 
statements on April 19, 1963. These statements, as pointed out in the 
letter from this office dated May 31, 1963, were unacceptable. Appli- 
cants failed to respond during the thirty days allotted for correcting 
the mentioned defects, and consequently on September 30, 1963, the 
Commissioner of Patents requested that the statement required by the 
statute be filed. The period specified in the statute had expired and an 
acceptable statement has not been filed. Accordingly, under the stat- 
ute, no patent can issue to applicants on the invention described and 
claimed in this case.” 

That the National Aeronautics and Space Act of 1958 (42 USC 2457 
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(c)) requires the Defendant in applications which appear to the Defend- 


ant to have significant utility in the conduct of aeronautical and space 

activities to take the following affirmative action: 
(a) to demand of the applicant: "with the application or 
within thirty days after request therefor by the Commis- 
sioner, a written statement executed under oath setting 
forth the full facts concerning the circumstances under 
which such invention was made and stating the relation- 
ship (if any) of such invention to the performance of any 
work under any contract of the Administration." and 


(b) "Copies of each such statement and the application 
to which it relates shall be transmitted forthwith by the 
Commissioner to the Administrator." 

The Act does not authorize or require that the Defendant deter- 
mine the sufficiency of such written statements prior to transmission 
to the Administrator. 

That the action of Defendant in thereupon holding "Accordingly, 
under the statute, no patent can issue to applicants on the invention 
described and claimed in this case. The application in due course will 
be sent to the abandoned files.'', was, on the part of Defendant, arbi- 
trary, capricious, unreasonable, without warrant in and contrary to 
law and constituted an ultra-vires act of Defendant resulting in irrep- 
arable injury to Plaintiff. 

11. That the Act provides for issuance of a patent either to (a) the 
Administrator, or (b) the applicant. There is no provision in the Act. 
for the Defendant to hold the application abandoned resulting in a forfei- 
ture. Defendant erred in So acting. 

12. That upon completing his judicial function of determining that 
under the patent laws a patent should issue, paragraph 5 above, the only 
remaining act under the patent laws to be performed by the Defendant 
was the ministerial act of issuing the Notice of allowance. Defendant 
has failed to so do. 


13. That under date of December 20, 1963, Plaintiff petitioned De- 
fendant under Rule 137 of the Rules of Practice of the United States Pat- 
ent Office to revive the instant patent application which had been held 
abandoned as set forth in paragraph 10 above. 

14. That on February 24, 1964, Defendant without statutory au- 
thority made a formal ruling on the sufficiency of the sworn statement 
required under 42 USC 2457(c) and arbitrarily, capriciously, unrea- 
sonably, without warrant and contrary to law denied Plaintiff's petition 
resulting in irreparable injury to Plaintiff. 

15. That on February 27, 1964, Plaintiff filed a Supplemental Peti- 
tion under Rule 137 for reconsideration by Defendant. 

16. That on June 4, 1964, Defendant, without statutory authority 
acting arbitrarily, capriciously, unreasonably, without warrant in and 
contrary to law, denied the Supplemental Petition under Rule 137 set 
out in paragraph 15 above, resulting in irreparable injury to Plaintiff. 

17. That on or about November 7, 1964, Plaintiff petitioned Defend 
ant under Patent Rules 182 and 183 for issuance of patent, setting forth 
in detail the facts as to why the Supplemental Affidavits by the two in- 
ventors could not have been filed within the thirty day period following 
the Defendant's notice set forth in paragraph 16 above. 

18. That on February 2, 1965, Defendant, without warrant in and 
contrary to law, arbitrarily, capriciously, and unreasonably denied 
Plaintiff's petition set forth in paragraph 17 above, resulting in irrep- 
arable injury to Plaintiff. 

19. That on March 5, 1965, Plaintiff petitioned Defendant for re- 
consideration of Defendant's decision of February 2, 1965. 

20. That on April 8, 1965, Defendant in abuse of his discretionary 
power, arbitrarily, capriciously, unreasonably and without warrant in 
and contrary to law denied Plaintiff's petition for reconsideration re- 


sulting in abandonment of Plaintiff's above identified patent application 
resulting in irreparable injury to Plaintiff. 


21. No rules or regulations were made or promulgated by Defend- 
ant governing the contents of statements required under 305(c) and 
paragraph 6 hereof in calling for the statement under oath required by 
the Act. The facts required under paragraph 8 above are non-statutory 
and the assumption of authority of the Defendant to rule upon sufficiency 
is not granted in the Act for lack of which Defendant has declared aban- 
donment of Plaintiff's patent application. 

22. The full facts were that, as stated in Plaintiff's first sworn 
statement, that the invention had no relation to a contract under 42 
USC 2457(c) andthat there was nothing moretodeclare; that such state- 
ments under oath were and are in complete compliance with the demand 
made under the Act and Defendant exceeded any authority that may have 
been conferred upon him to declare the statements unacceptable. 

WHEREFORE, Plaintiff prays for an order: 

A. Declaring that Defendant acted ultra-vires and without warrant 
in law in ruling upon the sufficiency of statement required under 42 
USC 2457(c). 

B. Alternatively, declaring that Plaintiff's sworn statements filed 
pursuant to 42 USC 2457(c) on April 19, 1963, were in compliance with 
the statutory requirements of 42 USC 2457(c). 

C. Requiring Defendant to vacate the holding of December 12, 

1963, of abandonment of Plaintiff's patent application, to restore the 
application to a status of pendency and to issue a formal Notice. of Al- 
lowance whereby Plaintiff may pay the Final Fee required by law and 
have the patent issued. 


D. Requiring Defendant to transmit the statements and a copy of 
the patent application to the Administrator as provided in 42 USC 2457 
(c), last sentence. 
WILKINSON, MAWHINNEY & THEIBAULT 
555 Munsey Building 


1329 E Street, N.W. 
Washington, D. C. 20004 


By /s/ A. Robert Theibault 
By /s/ Raymond J. Mawhinney 
Of Counsel 


Claude A. Patalidis, Esq. 
Bower and Patalidis 
Detroit, Michigan 


June 1, 1965 


[Filed July 30, 1965] 
MOTION FOR SUMMARY JUDGMENT BY DEFENDANT 


Defendant moves the Court to grant summary judgment for the de- 
fendant on the grounds that there is no genuine issue as to any material 
fact and that defendant is entitled to a judgment as a matter of law. 

Submitted herewith in support of the motion are (1) the statement 
of material facts required by Local Civil Rule 9(h), (2) certified copies 
of pertinent papers in Patent Office records referred to in the state- 
ment of material facts, and (3) relevant points and authorities. 

An oral hearing is requested. 


Respectfully submitted, 


/s/ C. W. Moore 
Solicitor, U.S. Patent Office. 
Attorney for Defendant 


POINTS AND AUTHORITIES 


1. Section 6 of Title 35 of the United States Code, set out in the 
attached appendix provides that the Commissioner of Patents "shall 
superintend or perform all duties required by law respecting the grant- 
ing and issuing of patents ***". 

2. Paragraph (c) of Section 2457 of Title 42 of the United States 
Code, also set out in the attached appendix, provides that no patent may 
issuetoany patent applicant whose invention appearstohave significant 
utility in the conduct of aeronautical and space activities unless he 
files with the Commissioner of Patents a written statement under oath 
concerning the circumstances under which the invention was made. 

3. The submitted statement is required by the said paragraph to 
include specified subject matter, to wit, ''the full facts concerning the 
circumstances under which such invention was made and stating the 
relationship (if any) of such invention to the performance of any work 
under any contract of the Administration." 


4. Since issuance of a patent on an application in which a state- 
ment under 42 U.S.C. 2457(c) is requested is conditional upon the filing 
of the statement, it is the duty of the Commissioner of Patents to deter- 
mine whether the statement satisfies the requirements of the said 


section. 

5. The provision in 42 U.S.C. 2457(c) that copies of "each such 
statement" and the patent application to which it relates shall be trans- 
mitted to the Administrator of the National Aeronautics and Space Ad- 
ministration is indicative that only statements determined by the Com- 
missioner of Patents to be in conformity with the said section shall be 
forwarded. 

6. Section 2457(c) of Title 42 U.S.C. requires that statements 
filed thereunder by applicants set forth not only the relationship, if 
any, of the invention to the performance of any work under any con- 
tract of the Administration but also "the full facts concerning the cir- 
cumstances under which such invention was made." 


7. Statements filed on April 19, 1963, with the Commissioner of 
Patents by Roger E. Kline and James J. Graham in patent application, 
Serial No. 797,794, filed March 6, 1959, entitled "Sealing Device" (cer- 
tified copies of which are marked Exhibits C and D and attached to the 
accompanying Statement of Material Facts, do not set forth the full 
facts concerning the circumstances under which their invention was 
made, and those statements obviously do not, therefore, satisfy the re- 
quirements of 42 U.S.C. 2457(c). 

8. Section 2457(c) of Title 42 U.S.C. provides that no patent may 
be issued on any application in connection with which a request has 
been made by the Commissioner of Patents for a statement by the ap- 
plicant and such statement is not filed within thirty days after the re- 
quest. 

9. In the aforesaid patent application, Serial No. 797,794, the Act- 
ing Commissioner of Patents on September 30, 1963, requested a 
statement by the applicants under the provisions of 42 U.S.C. 2457(c), 
as shown by the certified copy of the request marked Exhibit F and at- 
tached to the accompanying Statement of Material Facts. Despite the 
admonition in the request that no patent could issue unless the state- 
ment was filed within thirty days following the request, no statement 
was filed in that period. The Commissioner of Patents is, therefore, 
precluded by 42 U.S.C. 2457(c) from issuing a patent on the identified 
application. 


Respectfully submitted, 


/s/ C. W. Moore 
Solicitor, U.S. Patent Office, 
Attorney for Defendant 


S. Wm. Cochran, 
Of Counsel. 


July 29, 1965 


I hereby certify that a copy of each of the foregoing MOTION FOR 
SUMMARY JUDGMENT BY DEFENDANT, POINTS AND AUTHORI- 
TIES, and STATEMENT OF MATERIAL FACTS was mailed today to 
the plaintiff's attorneys, A. Robert Theibault and Raymond J. Mawhin- 
ney, 555 Munsey Building, Washington, D. C. 20004. 


/s/ C. W. Moore 
Solicitor 


TITLE 35 — PATENTS [Page 6909] 


* OK OK 
§ 6. Duties of Commissioner. 


The Commissioner, under the direction of the 
Secretary of Commerce, shall superintend or per- 
form all duties required by law respectirg the grant- 
ing and issuing of patents and the registration of trade- 


marks; and he shall have charge of property belonging 
to the Patent Office. He may, subject to the approval 
of the Secretary of Commerce, establish regulations, © 
not inconsistent with law, for the conduct of proceed- 
ings in the Patent Office. (July 19, 1952, ch. 950, 66 
Stat. 793.) 


Legislative History 


Reviser's Note.—Based on Title 35, U.S.C. 1946 
ed., § 6 (R. S. 481 and 483). 


The two sections are combined into one with 
some changes in language. 


"And the registration of trade-marks" is added, 
see note under section 1. 


TITLE 42—THE PUBLIC HEALTH AND WELFARE [Page 
7128] 


§ 2457, Property rights in inventions. 


ee 


(c) Patent application. 


No patent may be issued to any applicant other 
than the Administrator for any invention which ap- 
pears to the Commissioner of Patents to have sig- 
nificant utility in the conduct of aeronautical and 
space activities unless the applicant files with the 
Commissioner, with the application or within thirty 
days after request therefor by the Commissioner, a 
written statement executed under oath setting forth 
the full facts concerning the circumstances under 
which such invention was made and stating the re- 
lationship (if any) of such invention to the perform- 
ance of any work under any contract of the Admin- 
istration. Copies of each such statement and the 
application to which it relates shall be transmitted 
forthwith by the Commissioner to the Administra- 
tor. 


STATEMENT OF MATERIAL FACTS 


In conformance with Rule 9(h) of the Rules of this Court, defend- 
ant asserts that the following are the material facts as to which there 
is no genuine issue: 

1. On March 6, 1959, Roger E. Kline and James J. Graham filed 
in the Patent Office as joint inventors an application for patent, en- 
titled "Sealing Device," which was assigned Serial No. 797,794. 

2. Prosecution of that application on its merits culminated ina 
Patent Office letter dated March 1, 1963, a certified copy of which is 
attached as Exhibit A, stating that the application was allowable and 
that prosecution on the merits was closed. 

3. By a letter dated March 15, 1963, a certified copy of which is 
attached as Exhibit B, the applicants were informed that the subject 
matter of the application appeared to have significant utility in the 
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conduct of aeronautical and space activities and that, as provided by 
42 U.S.C. 2457(c), no patent could issue until the filing by the appli- 
cants of statements under oath setting forth the full facts concerning 
the circumstances under which the invention was made and stating the 
relationship (if any) of such invention to the performance of any work 
under any contract of the National Aeronautics and Space Administra- 
tion. 

4. On April 19, 1963, there were filed in the Patent Office state- 
ments under oath by Roger E. Kline and James J. Graham, certified 
copies of which are attached and marked, respectively, Exhibits C and 
D, that at the time they conceived and reduced to practice the inven- 
tion they were not performing any work under any contract of the Na- 
tional Aeronautics and Space Administration. 

5. By a Patent Office letter dated May 31, 1963, a certified copy 
of which is attached as Exhibit E, the applicants were notified that the 
statements were unacceptable in that they failed to set forth the full 
facts concerning the making and conception of the invention. 

6. By a letter dated September 30, 1963, a certified copy of which 
is attached as Exhibit F, the Acting Commissioner of Patents formally 
requested the applicants to submit a statement under oath setting forth 
the full facts surrounding the making or conception of the invention. 

7. By a Patent Office letter dated December 12, 1963, a certified 
copy of which is attached as Exhibit G, applicants were notified that, 
because no response was received within a period of 30 days following 
the Acting Commissioner's letter, no patent could issue on the appli- 
cation. 

8. On December 23, 1963, applicants filed a paper entitled 'Pe- 
tition Under Rule 137" with attached affidavits, a certified copy of 
which is attached as Exhibit H, requesting that the application be re- 
vived. 

9. That petition was denied by the Acting Commissioner of Pat- 
ents in a decision dated February 24, 1964, a certified copy of which 
is attached as Exhibit I. 
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10. On February 28, 1964, applicants filed a "Supplementary Pe- 
tition Under Rule 137,"a certified copy of which is attached as Exhibit 
J, which petition was denied by a decision of the First Assistant Com- 
missioner of Patents, dated June 4, 1964, a certified copy of which is 
attached as Exhibit K. 

11. On November 6, 1964, applicants filed a "Petition Under 
Rules 182 and 183 For Issuance of Patent" with attached affidavits, a 
certified copy of which is attached as Exhibit L, which petition was 
denied by a decision of the First Assistant Commissioner of Patents 
dated February 2, 1965, a certified copy of which is attached as Ex- 
hibit M. 

12. On March 10, 1965, applicants filed a "Petition For Reconsid- 
eration" with an attached affidavit, a certified copy of which is attached 
as Exhibit N, which petition was denied by a decision of the First As- 
sistant Commissioner of Patents dated April 8, 1965, a certified copy 
of which is attached as Exhibit O. 

13. Plaintiff has exhausted its administrative remedies with re- 


spect to its efforts to obtain issuance of a patent on patent application, 
Serial No. 797,794. 


Respectfully submitted, 


/s/ C. W. Moore 


Solicitor, U.S. Patent Office, 
Attorney for Defendant 


S. Wm. Cochran, 
Of Counsel. 


July 29, 1965 


[Mailed 3-1-63] 
[Exhibit A] 


U. S. DEPARTMENT OF COMMERCE 
Patent Office 
Washington 


Bower and Patalidis 
1200 Oakman Blvd. 
Detroit 32, Michigan 


Applicant: Roger E. Kline et al 
Ser. No. 797,794 
Filed Mar. 6, 1959 
For Sealing Device 
Division 29 
Please find below a communication from the EXAMINER in charge 
of this application. 


Commissioner of Patents 


In view of the amendment filed February 12, 1963, the Examiner 
has reconsidered this application and found it allowable. Prosecution 
on the merits is closed. 


/s/ Julia A. Doran 
Clerk of the Division 


[Mailed 3-15-63] 
[Exhibit B] 


U. S. DEPARTMENT OF COMMERCE 
Patent Office 
Washington 


Bower and Patalidis 
1200 Oakman Blvd. 
Detroit 32, Mich. 
U.S. Serial No. 797,794 
Filed: Mar. 6, 1959 
Applicant: Roger E. Kline et al 
Title: SEALING DEVICE 


Gentlemen: 


This application has been reported by the examiner as in condi- 
tion for allowance. 

The subject matter of this application appears to have significant 
utility in the conduct of aeronautical and space activities as recited in 
Section 305C of the National Aeronautics and Space Act of 1958 (Public 
Law 568, 85th Congress). Accordingly, it would appear that no patent 
can issue on this application until there is filed by applicant(s) a state- 
ment under oath setting forth the full facts concerning the circum- 
stances under which such invention was made and stating the relation- 
ship (if any) of such invention to the performance of any work under 
any contract of the National Aeronautics and Space agency. 

It is considered appropriate for such a statement to be filed at 
this time without a formal requirement and this letter has been sent in 
order to give applicant(s) an opportunity to do so. 

Should it be necessary to bring this matter to the attention of the 
Commissioner to make a formal requirement for the statement, no 
provision is found in Section 305C of the National Aeronautics and 
Space Act for the extension of the time limit, set therein, which is thirty 
days after the requirement is made. 
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This application will be reached for processing in about FORTY- 
FIVE DAYS. Final disposition thereof will be expedited if an appro- 
priate statement is filed during this period. 


Respectfully, 


/s/ Samuel Boyd 
Patent Security Division 


[Rec'd 4-25-63] 
[Exhibit C] 
IN THE UNITED STATES PATENT OFFICE 
In re application of: S. N. 797,794 
Filed: March 6, 1959 
Applicants: Roger E. Kline 


James J. Graham 
Title: SEALING DEVICE 


AFFIDAVIT 


State of California Ss: 
County of Orange 


I, Roger E. Kline, being duly sworn, deposes and says that Iam 
one of the applicants in the above identified application for United 
States Letters Patent, and that at the time I conceived and reduced to 
practice the invention which is the subject matter of said application, I 
was not performing any work under any contract of the National Aero- 
nautics and Space Agency. 


/s/ Roger E. Kline 
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Sworn to and subscribed to me by the above-named applicant this 
1st day of April, 1963. 


/s/ Donna Gendron 


Notary Public, State of 
California - Principal Office, 


Orange County 
My commission expires May 23, 1964. 
[Seal] 


[Rec'd 4-25-63] 
[Exhibit D] 


AFFIDAVIT 


State of California Ss: 


County of Santa Clara 


I, James J. Graham, being duly sworn, deposes and says that Iam 
one of the applicants in the above identified application for United 
States Letters Patent, and that at the time I conceived and reduced to 
practice the invention which is the subject matter of said application, I 
was not performing any work under any contract of the National Aero- 
nautics and Space Agency. 


/s/ James J. Graham 
Sworn to and subscribed to me by the above-named applicant this 
11th day of April, 1963. 


/s/ Louis G. Williams 
Notary Public 
State of California 
My commission expires Nov. 9, 1964. 
[Seal] 


[Mailed 5-31-63] 
[Exhibit E] 


U.S. DEPARTMENT OF COMMERCE 
Patent Office 
Washington 


Bower and Patalidis 
1200 Oakman Blvd. 
Detroit 32, Mich. 
Re: Serial No. 797,794 
Filed: Mar. 6, 1959 


Dear Sir: 

Receipt is acknowledged of the statements under Sec. 305c of the 
National Aeronautics and Space Act of 1958, filed April 19, 1963. 

These statements are not acceptable since they do not set forth the 
full facts concerning the making and conception of the invention, such 
as whether the invention was made on the inventors’ or the employer's 
time, using the inventors’ or their employer's funds, facilities and ma- 
terial. 

This application will be reached in about 30 days for consideration 
of the need to call it to the attention of the Commissioner for the pur- 
pose of requesting formal statements under Sec. 305c, unless new or 
supplementary statements correcting the above defects are filed in the 
meantime. 


Sincerely, 


/s/ Samuel Boyd 
Supervisor, Security Group 


[Mailed 9-30-63] 
[Exhibit F] 


U.S. DEPARTMENT OF COMMERCE 
Patent Office 
Washington 
Application of Roger E. Kline, et al. 


Serial No. 797,794 
Filed: March 6, 1959 
Title: SEALING DEVICE 


As pointed out by the Patent Security Division in letters dated 
March 15, and May 31, 1963, copies of which are attached, the subject 
matter of this application appears to have significant utility in the con- 
duct of aeronautical and space activities as recited in Section 305c of th 
the National Aeronautics and Space Act of 1958 (Public Law 568, 85th 
Congress). 

In accordance with the provisions of the above law, applicant is 
hereby requested to file a statement under oath setting forth the full 
facts surrounding the making or conception of the invention or discov- 
ery described in the application. 

The law provides that no patent can issue thereon unless such a 
statement is filed within thirty days from the date of this request and 
no provision is made for extension of such time. 


/s/ Edwin L. Reynolds 
Acting Commissioner 
Atty: Bower and Patalidis — 
1200 Oakman Blvd. 
Detroit 32, Mich. 


[Mailed 12-12-63] 
[Exhibit G] 


U.S. DEPARTMENT OF COMMERCE 
Patent Office 
Washington 


Section 305c of the National Aeronautics and Space Act of 1958 
(Public Law 568, 85th Congress) states that ''No patent may be issued 
to any applicant other than the Administrator for any invention which 
appears to the Commissioner of Patents to have significant utility in 
the conduct of aeronautical and space activities unless the applicant 
files with the Commissioner, with the application or within thirty days 
after request therefor by the Commissioner, a written statement ex- 
ecuted under oath" setting forth certain facts relative to the making of 
the invention. 

In response to the suggestion on March 15, 1963, applicants filed 
statements on April 19, 1963. These statements, as pointed out in the 
letter from this Office dated May 31, 1963, were unacceptable. Appli- 
cants failed to respond during the thirty days allotted for correcting 
the mentioned defects, and consequently on September 30, 1963 the 
Commissioner of Patents requested that the statement required by the 
statute be filed. The period specified in the statute has now expired 
and an acceptable statement has not been filed. Accordingly, under the 
statute, no patent can issue to applicants on the invention described 
and claimed in this case. The application in due course will be sent to 
the abandoned files. 


/s/ C. L. Justus 
Examiner 
cc: G. D. O'Brien 
Assistant General Counsel for Patents 
National Aeronautics and Space Administration 
Washington 25, D.C. 


[Received 12-23-63] 
[Exhibit H] 


IN THE UNITED STATES PATENT OFFICE 
(December 20, 1963) 


PETITION UNDER RULE 137 


Honorable Commissioner of Patents 
Washington 25, D. C. 


Sir: 

Pursuant to the provisions of Rule 137, the Petitioners, through 
their attorneys, respectfully petition the Commissioner to take the fol- 
lowing action: 

Revive as a pending application the above identified application, 
which was held to be abandoned by a communication of the Patent Of- 
fice mailed December 12, 1963. 

The grounds relied upon by Petitioners in support of this Petition 
are set forth below. The supporting and verifying affidavit of Claude A. 
Patalidis, a partner in the firm of Bower and Patalidis, attorneys of 
record who are in charge of the prosecution of said application, is at- 
tached hereto. 


The Facts 


The invention which is the subject matter of this application was 
assigned by the applicants to Cadillac Gage Company, a subsidiary of 
Ex-Cell-O Corporation, on February 27, 1957, and the assignment 
thereof was recorded in the United States Patent Office on April 10, 
1959 (Reel 643, Frames 030-031). 

The application was reported allowable, prosecution on the merits 
being closed, by a Patent Office communication mailed March 1, 1963 
(Paper No. 18). 

On March 18, 1963, the attorneys of record received a letter mailed 
March 15, 1963 by the Patent Security Division stating: 
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"The subject matter of this application appears to 
have significant utility in the conduct of aeronuatical 
and space activities as recited in Section 305(c) of the | 
National Aeronautics and Space Act of 1958 (Public 
Law 568, 85th Congress). Accordingly, it would ap- 
pear that no patent can issue on this application until 
there is filed by applicant(s) a statement under oath 
setting forth the full facts concerning the circum- 
stances under which such invention was made and 
stating the relationship (if any) of such invention to 
the performance of any work under any contract of 
the National Aeronautics and Space Agency." 


In response to the suggestion contained in the above mentioned 
letter, the attorneys of record, after investigating the facts and cir- 
cumstances surrounding the conception and reduction to practice of 
the invention, prepared a statement for each applicant whereby each 
applicant stated "at the time I conceived and reduced to practice the 


invention which is the subject matter of said application, I was not 
performing any work under any contract of the National Aeronautics 
and Space Agency". These statements were sworn to and subscribed 
by applicant Kline on April 1, 1963 and by applicant Graham on April 
11, 1963 and were mailed by the attorneys of record to the Patent Of- 
fice on or about April 19, 1963. 

A letter from the Supervisor, Security Group, in date of May 31, 
1963 advised the attorneys of record that the above mentioned state- 
ments were not acceptable "since they do not set forth the full facts 
concerning the making and conception of the invention, such as whether 
the invention was made on the inventors’ or the employer's time, using 
the inventors' or their employer's funds, facilities and material". 

In the hope that the Commissioner would find the statements ac- 
ceptable, in spite of the Security Group Supervisor's opinion to the 
contrary, and in view of the fact that the applicants were no longer 
employed by the assignee, and that the applicants in general and more 
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particularly applicant Graham showed a marked lack of cooperation 
with the assignee and their attorneys, the attorneys of record decided 
to do nothing at this time. 

By a2 communication dated September 30, 1963, the Commissioner 
requested the applicants to file new statements under oath "setting 
forth the full facts surrounding the making or conception of the inven- 
tion or discovery described in the application." 

In response to the said last communication, the attorneys of rec- 
ord, after investigating the facts surrounding the conception and re- 
duction to practice of the invention, prepared new statements which 
were mailed to each applicant on October 3, 1963, to be signed and 
sworn to by him. Applicant Kline's statement was signed by him and 
sworn to on October 7, 1963 and returned to the attorneys of record 
shortly thereafter. Applicant Kline's sworn statement is attached 
hereto. Applicant Graham, whose last known address is 872 Bernardo 
Avenue, Sunnyvale, California, never returned the statement and has 
not been heard of since, in spite of attempts on the part of assignee's 
California office to contact him by telephone. 

It is recognized that the attorneys of record would have acted with 
prudence if they had filed with the Patent Office the sworn statement 
of applicant Kline as soon as they had received itfrom him. However, 
hoping to receive applicant Graham's sworn statement with sufficient 
time to spare so as to be able to file both statements within the thirty- 
day period indicated in the Commissioner's letter of September 30, 
1963, the attorneys of record failed to respond during the thirty-day 
period not realizing time was slipping by. This was done without any 
fraudulent intent and there was never any intention on the part of the 


attorneys of record, of the assignee, of applicant Kline or of applicant 
Graham, it may be assumed, to abandon the application by failure to 
respond within the period. 

An Office Action mailed by the Examiner on December 12, 1963 
informed the attorneys of record that because no acceptable statement 
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had been filed, no patent will issue and ''The application in due course 
will be sent to the abandoned files." 


Points to be Reviewed by the Commissioner 


The Petitioner contends that the application should be revived for 
the following reasons: 

1. The Petitioners made a bona fide attempt to comply with the 
requirement of the Patent Security Division of March 15, 1963 by filing 
statements signed and sworn to by the applicants. 

2. The statements filed on or about April 19, 1963 complied with 
the requirements of Sec. 305(c) of the National Aeronautics and Space 
Act of 1958. 

3. The Petitioners made a bona fide attempt to comply with the 
Commissioner's request of September 30, 1963 relative to filing of 
new statements by applicants. 

4. One applicant has refused and still refuses to cooperate with 
the assignee and the attorneys of record. 


Argument 


Sec. 305(c) of the National Aeronautics and Space Act of 1958 
states: 


"No patent may be issued to any applicant other 
than the Administrator for any invention which appears 
to the Commissioner of Patents to have significant util- 
ity in the conduct of aeronautical and space activities 
unless the applicant files with the Commissioner, with 
the application or within thirty days after request there- 
for by the Commissioner, a written statement executed 
under oath setting forth the full facts concerning the 
circumstances under which such invention was made 
and stating the relationship (if any) of such invention 
to the performance of any work under any contract of 
the Administration. Copies of each such statement and 
the application to which it relates shall be transmitted 
forthwith by the Commissioner to the Administrator." 
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The statements filed by the applicants on or about April 19, 1963, 
stated: 
"J, (applicant), being duly sworn, deposes and says 
that I am one of the applicants in the above identified 
application for United States Letters Patent, and that 
at the time I conceived and reduced to practice the in- 
vention which is the subject matter of said application. 
I was not performing any work under any contract of 
the National Aeronautics and Space Agency." 


In their statements the applicants stated under oath the only fact 
with which the Administrator of the National Aeronautics and Space 
Agency is concerned, i.e.: at the time they conceived and reduced their 
invention to practice, the applicants were not performing any work 
under any contract of the National Aeronautics and Space Agency. The 
National Aeronautics and Space Act directs the Administrator to take 
title to patents and to have patents issued to him on behalf of the United 


States, if the patents relate to inventions which were "made in the per- 
formance of any work under any contract of the Administration". The 
Administrator has no concern as to whether the applicants conceived 


and reduced their invention to practice on their own time, on their em- 
ployer's time, using their own money and facilities of their employer's, 
etc., as these latter matters relate to the privy between the inventors 
and their employer. In the present case, the record shows that the ap- 
plicants had assigned their invention to the assignee, the Cadillac Gage 
Company, on February 27, 1959, at a time when both applicants were 
employees of the assignee. The record also shows that the sworn 
statements filed by the applicants on or about April 19, 1963 stated 
that they were not performing any work under any contract of the Na- 
tional Aeronautics and Space Agency at the time they conceived and re- 
duced their invention to practice. Consequently, the requirements of 
Sec. 305(c) were fulfilled by filing such statements with the Patent Of- 
fice. 
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Sec. 305(c) further states that "no patent may be issued to any ap- 
plicant other than the Administrator" and Sec. 305(d) provides: | 


"Upon any application as to which any such state- 
ment has been transmitted to the Administrator, the 
Commissioner may, if the invention is patentable, is- _ 
sue a patent to the applicant unless the Administrator, 
within ninety days after receipt of such application and 
statement, requests that such patent be issuedto him | 
on behalf of the United States. If, within such time, the 
Administrator files such a request with the Commis- 
sioner, the Commissioner shall transmit notice thereof 
to the applicant, and shall issue such patent to the Ad- : 
ministrator unless the applicant within thirty days after 
receipt of such notice requests a hearing before a 
Board of Patent Interferences". 


Nowhere in the National Aeronautics and Space Act is it provided 
that an application would become abandoned for failure to act on the 
part of the applicants. On the contrary, the Act provides for issuance 
of a patent either to the applicants or to the Administrator of the Na- 
tional Aeronautics and Space Agency. Consequently, the present appli- 
cation should be revived in order to safeguard the legitimate interests 
of the applicants, and of the assignee or the Administrator of the Na- 
tional Aeronautics and Space Agency, if the Administrator is not satis- 
fied that the applicants’ sworn statements of record fulfill the require- 
ments of Sec. 305(c). 

It is further submitted, that, upon proper showing of the facts and 
where equity so requires, it is within the Commissioner's prerogative 
to revive, on petition, an abandoned application. 


Conclusion 


The present application, held to be abandoned by the Examiner's 
communication of December 12, 1963, should be revived, onthe ground 
that the applicants’ statements previously filed on or about April 19, 
1963, together with the statement of applicant Kline of October 7, 1963, 
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attached hereto, fulfills the requirements of Sec. 305(c) of the National 
Aeronautics and Space Act of 1958. 

In the alternative, the present application should be revived, as- 
suming the said statements do not fulfill the requirements of Sec. 305 
(c), on the ground that there is no provision in the National Aeronautics 
& Space Act for holding an application to be abandoned if the require- 
ments of said section are not fulfilled. 


Respectfully submitted, 


Roger E. Kline 

James J. Graham 
Cadillac Gage Company 
(assignee) 


By: BOWER AND PATALDIS 
Attorneys of Record 


By /s/ Claude A. Patalidis 


Detroit, Michigan 
December 20, 1963 


AFFIDAVIT 


State of California ) Ss 
County of Orange  ) 


I, Roger E. Kline, being duly sworn, deposes and says that Iam 
one of the applicants in the above identified application for United 
States Letters Patent, and that at the time I conceived and reduced to 
practice the invention which is the subject matter of said application, I 
was not performing any work under any contract of the National Aero- 
nautics and Space Agency, that the invention was conceived and reduced 
to practice on my employer's time, using my employer's funds, facili- 
ties and material. 


/s/ Roger E. Kline 
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Sworn to and subscribed to me by the above-named applicant this 
7th day of October, 1963. 


/s/ Donna Gendron 
Notary Public 
State of California 
My commission expires May 23, 1964. 
[Seal] 


AFFIDAVIT OF CLAUDE A. PATALIDIS 


State of Michigan ) Ss 
County of Wayne _ ) 


Honorable Commissioner of Patents 
Washington 25, D. C. 


Sir: 

Claude A. Patalidis, being duly sworn, deposes and states as fol- 
lows: 

I am a partner in the firm of Bower and Patalidis, attorneys of 
record for the applicants, Roger E. Kline and James J. Graham, in the 
above identified application. 

I have been handling the prosecution of said application and have 
carried ultimate responsibility for said application since previously 
to April 10, 1962. I have read the accompanying Petition to the Honor- 
able Commissioner of Patents of even date herewith and aver that Iam 
familiar with the facts set forth therein and that said facts are true to 
the best of my knowledge and belief. 

I believe that the applicants’ sworn statement filed on or about 
April 19, 1963 constituted a bona fide response to the Patent Security 
Division's action of March 15, 1963, and that there was no intention on 
the part of the attorneys of record, the applicants, or the assignee, to 
abandon said application by failure to file an adequate response to the 
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Patent Office action of September 30, 1963 within the thirty day re- 
sponse period indicated therein. 

It is my belief that the Petition filed herewith is sound in law and 
fact. 


/s/ Claude A. Patalidis 


Subscribed and sworn to before me this 20th day of December, 
1963. 


/s/ Frank B. Hill 
Notary Public 


[Mailed 2-24-64] 
[Exhibit I] 


U. S. DEPARTMENT OF COMMERCE 
Patent Office 
Washington 


Re: Application of 

Roger E. Kline et al 

Serial No. 797,794 On Petition 
Filed: Mar. 6, 1959 

For: SEALING DEVICE 


The applicants have petitioned under Rule 137 for revival of the 
above identified application. 

Applicants contend that the affidavits filed April 19, 1963, together 
with the statement of Kline executed October 7, 1963 fulfills the re- 
quirement of Sec. 305(c) of the National Aeronautics and Space Act of 
1958 (42 U.S.C. 2457). 

Applicants alternatively contend that there is no provision in the 
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National Aeronautics and Space Act for holding an application aban- 
doned if the requirements of the section are not fulfilled. 

The Statute 42 U.S.C. 2457 (Sec. c) requires applicant, when re- 
quested by the Commissioner, to file a statement under oath setting 
forth the full facts concerning the circumstances under which the in- 
vention was made and further requires a statement of the relationship 
of the invention to the performance of any work under any contract of 
the Administration. 

The statements filed by applicants on April 19, 1963 were held by 
the Supervisor of the Security Group, in a letter dated May 31, 1963, to 
be unacceptable since they did not set forth the full facts concerning the 
making and conception of the invention. 

A review of the statements filed on April 19, 1963 leads only to the 
conclusion that the Supervisory Examiner exercised reasonable dis- 
cretion in holding the affidavits to be unacceptable. 

It is noted that applicants had five months from the date of the Su- 
pervisor's letter of May 31, 1963 in which to adequately comply with 
the requirements of the statute. During such period applicants took no 
action before this Office even after receipt of the Commissioner's let- 
ter of September 30, 1963. The allegation that every attempt was made 
to comply with the requirements of the statute cannot be reconciled 
with the fact that applicants did not even file the Kline statement until 
this petition was filed even though such statement was prepared long 
prior to the termination of the 30 day period set by the Commissioner's 
letter of September 30, 1963. 

The Examiner's action in relegating this application to the aban- 
doned files finds support in the Statute, 42 U.S.C. 2457(c), which specif- 
ically provides that no patent may issue to any applicant other than the 
Administrator when applicant fails to file a statement within 30 days 
after request therefor by the Commissioner. Applicants did not file a 
statement within the time allowed. There is no provision found in the 
statute for excusing delay in filing the required statements. The ap- 
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plicants are therefore precluded by statute from obtaining a patent on 
the subject matter disclosed. 
The petition is denied. 


/s/ Edwin L. Reynolds 
Acting, Commissioner of Patents 


Bower and Patalidis 
1200 Oakman Blvd. 
Detroit 32, Mich. 


[Received 2-28-64] 
[Exhibit J] 


SUPPLEMENTARY PETITION UNDER RULE 137 


Honorable Commissioner of Patents 
Washington, D. C. 
Sir: 

On or about December 20, 1963, applicants, through their attor- 
neys, petitioned the Commissioner for revival of the above identified 
application. The Petition was denied by an Opinion dated February 24, 
1964. Applicants, through their attorneys, now submit this Supple- 
mentary Petition respectfully requesting that the Commissioner re- 
consider the grounds for his denial of the Petition filed on or about 
December 20, 1963 and that the Commissioner, under the discretion- 
ary powers granted him by Congress, revive the above identified appli- 
cation for the reasons given in the Petition filed on or about December 
20, 1963 and for the following supplementary reason: 

In enacting the National Aeronautics and Space Act, Congress es- 
tablished the procedure to be followed by all parties having an interest 
in proprietary rights in inventions falling under the definitions of the 
Act. 
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42 U.S.C. 2457 (Sec. c) specifies: 


‘Patent application. No patent may be issued to 
any applicant other than the Administrator for any in- 
vention which appears to the Commissioner of Patents 
to have significant utility in the conduct of aeronauti- 
cal and space activities unless the applicant files with 
the Commissioner, with the application or within thirty 
days after request therefor by the Commissioner, a 
written statement executed under oath setting forth the 
full facts concerning the circumstances under which 
such invention was made and stating the relationship 
(if any) of such invention to the performance of any 
work under any contract of the Administration. Cop- 
ies of each such statement and the application to which 
it relates shall be transmitted forthwith by the Commis- 
sioner to the Administrator." (Emphasis added.) 


42 U.S.C. 2457 (Sec. d) further states: 


"Issuance of patent to applicant; request by Ad- 
minstrator; notice; hearing; determination; review. 
Upon any application as to which any such statement 
had been transmitted to the Administrator, the Com- 
missioner may, if the invention is patentable, issue a 
patent to the applicant unless the Administrator, within 
ninety days after receipt of such application and state- 
ment, requests that such patent be issued to him on be- 
half of the United States. If, within such time, the Ad- 
minstrator files such a request with the Commissioner, 
the Commissioner shall transmit notice thereof to the 
applicant, and shall issue such patent to the Adminis- 
trator unless the applicant within thirty days after re- 
ceipt of such notice requests a hearing before a Board 
of Patent Interferences on the question whether the Ad- 
minstrator is entitled under this section to receive such 
patent. The Board may hear and determine, in accord- 
ance with rules and procedures established for inter- 
ference cases, the question so presented, and its deter- 
mination shall be subject to appeal by the applicant or 
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by the Administrator to the Court of Customs and Pat- 
ent Appeals in accordance with procedures governing 
appeals from decisions of the Board of Patent Inter- 
ferences in other proceedings." (Emphasis added.) 

In the present instance, applicants filed statements on April 19, 
1963. Disregarding for the moment whether the Supervisory Examiner 
exercised reasonable discretion in holding the affidavits to be unac- 
ceptable, the fact remains that statements were filed during the period 
of time allowed to applicants. All that remained to be done by the 
Commissioner under the statute, as understood by applicants, was to 
transmit such statements to the Administrator of the National Aero- 
nautics and Space Agency together with the application. 

Under Sec. (c) of 42 U.S.C. 2457, the Administrator had ninety 
days after receipt of the statements and the application to request that 
a patent be issued to him, a notice to that effect being then transmitted 
by the Commissioner to the applicants. 

There is nothing in the record to indicate that the procedure pro- 
vided for by 42 U.S.C. 2457, Sec. (c) and (d), was followed in regard to 
this application, or, if the applicants’ statements filed on April 19, 
1963 and the application to which they relate were transmitted to the 
Administrator, there is nothing in the record to indicate that the Ad- 
ministrator requested that a patent be issued to him, as applicants 
were never notified of such a request. 

Consequently, the present application should be revived, and a 
patent issued to the applicants under the provision of Sec. (c) of 42 
U.S.C. 2457, expressly stating that "the Commissioner may, if the in- 
vention is patentable, issue a patent to the applicant, unless the Ad- 
ministrator, within ninety days after receipt of such application and 
statements, request that such patent be issued to him on behalf of the 
United States." The invention in the present application was reported 
as patentable by a communication of the Patent Office in date of March 
1, 1963; the Administrator of the National Aeronautics and Space 
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Agency having not requested that the patent be issued to him, the Com- 
missioner may issue a patent to applicants. 

Applicants are entitled to rely on all and every provision of 42 
U.S.C. 2457, including all the safeguards therein, and applicants in fact 
relied on such provisions to be followed by the Patent Office, specially 
in regard to the applicants' statements being transmitted to the Ad- 
minstrator of the National Aeronautics and Space Agency, to the Ad- 
ministrator acting within ninety days of such transmittal, to the Com- 
missioner transmitting notice of the Administrator's request that the 
patent be issued to him if the Administrator makes such a request, 
and to the applicants' right to a hearing before a Board of Patent In- 
terference on the question whether the Administrator is entitled to re- 
ceive the patent. 

For the foregoing reasons and for the reasons previously stated 
in the Petition filed on or about December 20, 1963, the Commissioner 
is respectfully requested to revive the present application. 


Respectfully submitted, 


BOWER AND PATALIDIS 
Attorneys of Record 


[Mailed 6-4-64] 
[Exhibit K] 


U. S. DEPARTMENT OF COMMERCE 
Patent Office 


Washington 


Re: Application of 

Roger E. Kline et al 

Serial No. 797,794 On Petition 
Filed: Mar. 6, 1959 

For: SEALING DEVICE 


Applicants have filed a supplementary petition under Rule 137 for 
revival of this application. 

The applicants now urge that the Patent Office failed to transmit 
the affidavits of April 25, 1963 to the Adminstrator of the Space Agency 
as required under 42 U.S.C. 2457. As a condition precedent to such 
transmittal applicants must first present affidavits which meet the re- 
quirements of the Statute. Applicants have failed to present affidavits 
of this character. 

The record reflects no reasons which would show that failure to 
timely present proper affidavits was unavoidable. Furthermore, the 
Statute 42 U.S.C. 2457 makes no provision for excusing delay in present- 
ing affidavits after formal requirement therefor is made. 

The petition is denied. 


/s/ Edwin L. Reynolds 
First Assistant Commissioner 
Bower and Patalidis 
1200 Oakman Blvd. 
Detroit 32, Michigan 


[Received 11-6-64] 
[Exhibit L] 


Honorable Commissioner of Patents 
Washington, D. C. 20231 


Sir: 


PETITION UNDER RULES 182 AND 183 
FOR ISSUANCE OF PATENT 

This Petition is supplemental to a petition entitled "Petition Under 
Rule 137"', filed by applicants on or about December 20, 1963, and toa 
further petition entitled 'Supplementary Petition Under Rule 137", filed 
on or about February 27, 1964. 

Counsel for applicants are appreciative of the conference very 
kindly granted by the First Assistant Commissioner and the Supervisor 
of the Security Group for the purpose of discussing certain factual de- 
velopments and equities pertinent to applicants’ cause in this petition 
matter. 

This Petition is based on the following grounds: 

I. The Commissioner does have the power under a correct inter- 
pretation of applicable statutes to issue Serial No. 797,794, filed March 
6, 1959, into a patent. 

Il. Applicants submit herewith additional affidavit and evidential 
material showing that failure to timely present supplemental state- 
ments under 35 U.S.C. 2457(c) was unavoidable and request that the 
Commissioner, under his proper equity powers, reverse the original 
holdings and issue the patent. 

Ill. All other ways to equitable relief have been exhausted, and 
valuable patent rights will be lost to applicants if relief is not granted. 


FACTS, AUTHORITIES AND ARGUMENT: 


eae eee ee 


I. a) There is no express wording in 42 U.S.C. 2457, or any other 
statute, requiring the Commissioner to pass on the sufficiency of the 
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written statement of paragraph 2457 (c), but it appears corollary to the 
act that he has the power to do so. 

b) There is no express wording in 42 U.S.C. 2457 requiring the 
Commissioner to abandon an application because he does not believe a 
timely filed 2457(c) statement to be sufficient. 

c) A reasonable and fair interpretation of the wording of 42 U.S.C. 
2457 is that the Commissioner is barred by statute from issuing a pat- 
ent to the applicant only if 


1) No statement is filed at all -- or 


2) There is an obvious and clear absence of a 
bona fide attempt to present full facts -- or 


3) There is an omission to state the specifies 
of a contract relationship to NASA if such 
relationship exists. 


Thus, even if the Commissioner does have the power to refuse to issue 


a patent because he believes a recitation of facts insufficient, he is not 
required by statute to bar a patent if the recitation of facts is deemed 
inadequate as distinguished from a failure to meet the broad, basic re- 
quirements of the statute. 

d) The statements as filed by applicants under 2457 (c) on April 
19, 1963 do meet the broad, statutory requirements: 


1) Written statements were timely filed. 
2) The statements were under oath. 


3) There was an honest, bona fide effort to set 
forth what applicants believed to be the full 
critical facts concerning the circumstances 
under which the invention was made. Each 
affidavit provided the following: 


A. ‘That the affiant was one of the inventors. 


B. That the affiant had joined in conceiving the 
invention as described in the application and 
in reducing it to practice. 
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C. That at the time of conception and reduction to 
practice the affiant was not performing any work 
under any contract with the National Aeronautics 
and Space Agency. 


. The omission to state any relationship of the in- 
vention to any specific work contract was in it- 
self a significant factual point. 


4) In the absence of any contract relationship it was un- 
necessary to respond to part 2 of the requirement 
of the statement. See "(if any)", line 8, par. c of 
42 U.S.C. 2457. Therefore, only the sufficiency or 
fullness of the affidavits was an issue; hot their 
compliance with the basic requirements of the 
statute. 


II. Since the Commissioner does have power under the statutes 
to admit supplemental statements under 42 U.S.C. 2457 (c), then the 
general powers of the Commissioner apply. 


35 U.S.C. 6 - Duties of Commissioner 


The Commissioner, under the direction of the Secretary 
of Commerce, shall superintend or perform all duties 
required by law respecting the granting and issuing of 
patents and the registration of trademarks; and he shall 
have charge of property belonging to the Patent Office. 
He may, subject to the approval of the Secretary of 
Commerce, establish regulations, not inconsistent with 
law, for the conduct of proceedings in the Patent Office. 
(Emphasis added.) 


Rule 182. Questions not Specifically Provided For 


All cases not specifically provided for in these Rules 
will be decided in accordance with the merits of each 
case by or under the authority of the Commissioner, 

and such decision will be communicated to the inter- 
ested parties in writing. 


Rule 183. Suspension of Rules 


In an extraordinary situation, when justice requires, 
any requirement of these Rules which is not a require- 
ment of the statutes may be suspended or waived by 
the Commissioner in person on petition of the inter- 
ested party, subject to such other requirements as 
may be imposed. (Emphasis added.) 


The Commissioner is requested, therefore, to grant relief under his 
equity powers. An affidavit by the principal attorney of record is sup- 
plied herewith to make a more complete and better showing that the 
delay in filing supplemental statements was unavoidable, that there 
was no willfullness or negligence involved in the failure to file the 
supplemental statements, and that there was reasonable diligence in 
bringing this matter before the Commissioner. A second affidavit by 
Washington counsel is attached, stating measures taken by him in be- 
half of applicants and showing reasonable diligence in bringing these 
measures. 

IM. In seeking to obtain equitable relief, and subsequent to the 
Commissioner's letter of June 4, 1964 denying the supplemental peti- 
tion, certain measures were taken by Washington associate counsel to 
obtain relief other than by way of petition to the Commissioner. 

The attached affidavit of associate counsel indicates that the Pat- 
ent Office forwarded the file record to the administrator of NASA, the 
Administrator being asked by Washington counsel for applicants if (1) 
NASA intended to demand title to the application and issue of patent to 
the Administrator, or (2) if the Administrator did not intend to de- 
mand title, if said Administrator could and would take issuance of the 
patent and return title in whole or in part to applicants. The Admin- 
istrator informally indicated that he did not intend to take title under 
either circumstance, and after a ninety day period has taken no formal 
action to take title to the application and issue the patent. It is clear, 
therefore, that no equitable relief may be obtained by applicants in 
this manner. 


SUMMARY 


It is believed that the Commissioner has the statutory power to 
accept supplemental statements under 35 U.S.C. 2457(c) at any time in 
the present application, the basic requirements of the statute having 
been timely met; that counsel for applicant did not through willfulness 
or negligence fail to file additional statements in the time set by the 
Commissioner; and that the patent should issue to avoid the loss of 
valuable patent rights to applicants, there being no other equitable re- 
lief. 


Respectfully submitted, 


/s/ Albert W. Rinehart 
Lowry & Rinehart 


November 6, 1964. 


AFFIDAVIT OF ASSOCIATE COUNSEL 


I, Albert W. Rinehart, being duly sworn, depose and state as fol- 
lows: 

That Iam a registered patent attorney and a member of the firm 
of Lowry & Rinehart, 1331 G Street, N.W., Washington, D. C. 20005. 

That I am the Washington associate of the attorneys of record in 
the subject application. 

That on April 6, 1964, in the matter of the above application I was 
asked to consider the petition matter and to take any action possible 
to further the cause of the petition. 

That certain Patent Office officials were interviewed on the mat- 
ter and that on June 11, 1964, following denial of the Supplemental Pe- 
tition, I conferred with the First Assistant Commissioner and the Su- 
pervisor of the Security Group on the petition matter. | 

That the Commissioner very kindly agreed to forward the file of 
the application to the Chief Patent Counsel of the National Aeronautics 
and Space Administration. 
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That on June 11, 1964, I held a conference with the said Chief Pat- 
ent Counsel and his advisors, asking that the Administrator determine 
(1) if NASA intended to demand title to the application and issue of pat- 
ent to the Administrator, or (2) if the Administrator did not intend to 
demand title, if he could and would take issuance of the patent and re- 
turn title in whole or in part to the applicants. 

That on July 7, 1964, the Office of the Administrator of NASA in- 
formally indicated by telephone to the undersigned attorney that NASA 
would not take title to the application under either conditions (1) or (2) 
above. 

That on October 30, 1964, after allowing for the expiration of a 
ninety day period for possible formal action by the Administrator of 
NASA, the period indicated by 42 U.S.C. 2457(d), the undersigned Wash- 
ington counsel and the principal attorney further conferred with the 
First Assistant Commissioner, and this Petition is now filed herewith. 

Further deponent sayeth not. 


/s/ Albert W. Rinehart 
Lowry & Rinehart 
1331 G Street, N. W. 
Washington, D. C. 20005 


Sworn and subscribed to before me this 6 day of November, 1964. 


/s/ Charles O. Lamb 
Notary Public 


My commission expires Oct. 14, 1969. 
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AFFIDAVIT OF CLAUDE A. PATALIDIS 


State of Michigan ) ss. 

County of Wayne ) 

Honorable Commissioner of Patents 
Washington 25, D. C. 

Sir: 

Claude A. Patalidis, being duly sworn, deposes and states as fol- 
lows: 

I am a partner in the firm of Bower and Patalidis, attorneys of 
record for the applicants, Roger E. Kline and James J. Graham, in the 
above identified application. 

I have handled the prosecution of said application and have carried 
ultimate responsibility for said prosecution since about December 7, 
1961. 

The facts and circumstances within my personal knowledge bear- 
ing upon the equities of the case are as follows: 

1. On March 1, 1963, application Serial number 797,794, the above 
identified application, was found in a condition for allowance. 

2. On March 15, 1963, the applicants' attorneys were informally 
advised by a communication from the Patent Security Division that 
statements under Sec. 305(c) of the National Aeronautics and Space Act 
of 1958 (Public Law 568, 85th Congress) may be required, and the ap- 
plicants were given an opportunity to file such statements prior toa 
formal request thereto. 

3. On April 19, 1963 statements sworn to by the applicants, copies 
of which are attached hereto and identified as Exhibits A and B, were 
filed with the Patent Office. 

4. On May 31, 1963, the attorneys of record were advised that the 
statements filed on April 19, 1963 were not acceptable. 

5. On July 18, 1963, I mailed to applicant Kline a continuation ap- 
plication of application Serial number 797,794 for him to read and ex- 
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ecute and forward to applicant Graham for the latter to read and ex- 
ecute and return to me for the purpose of filing the said continuation 
application while the parent application was still pending. On Septem- 
ber 5, 1964, applicant Kline returned to me the continuation applica- 
tion, accompanying with it a letter (Exhibit C) indicating his reasons 
for not executing the continuation application. On September 12, 1963, 
I returned the continuation application to applicant Kline with a letter 
of transmittal, a copy of which is attached hereto as Exhibit D. Appli- 
cant Kline has not answered to date, nor returned the said continuation 
application. 

6. On September 30, 1963, the attorneys of record received a for- 
mal request from Commissioner Reynolds stating, inter alia, that "ap- 
plicant is hereby requested to file a statement under oath setting forth 
the full facts surrounding the making or conception of the invention or 
discovery described in the application”. 

7. On October 3, 1963, new statements were prepared for the pur- 
pose of curing the alleged deficiencies of the original statements filed 
on April 19, 1963. Copies of my transmittal letters to applicants are 
attached hereto and identified as Exhibits E and F. Applicant Kline ex- 
ecuted the sworn ‘statement, a copy of which is attached hereto and 
identified as Exhibit G. Applicant Graham did not execute the state- 
ment, a copy of which is attached hereto and identified as Exhibit H. 
Neither applicant complied with my new request to execute the con- 
tinuation application. Although the Kline statement was executed on 
October 7 and received by me shortly thereafter, I did not file it with 
the Patent Office at that time because I believed that in order to cure 
the alleged deficiencies of the original statements, I needed new state- 
ments by both applicants. 

8. On December 12, 1963, the attorneys of record were informed 
that in view of applicants’ alleged failure to file acceptable statements, 
‘no patent can issue to applicants" and "the application in due course 
will be sent to the abandoned files". 
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9. On or about December 20, 1963, applicants, through their at- 
torneys of record, petitioned the Commissioner to revive the applica- 
tion identified as Serial number 797,794 on the ground that statements 
sworn to by applicants had actually been filed within the appropriate 
time period, even though such statements were found by the Patent Se- 
curity Division to be insufficient, and that the delay for filing supple- 
mentary statements curing the alleged defects of the original state- 
ments was unavoidable in view of applicants lack of cooperation with 
the assignee and the attorneys of record. Applicant Kline's supple- 
mentary sworn statement was filed at the time that the Petition’ was 
filed. 

10. On January 2, 1964, another attempt was made to obtain from 
applicant Graham his execution of both a statement supplementing his 
original statement under Sec. 305(c) of the National Aeronautics and 
Space Act and the continuation application. Exhibit I, attached hereto, 
is a copy of a letter addressed to applicant Graham on January 2. Ap- 
plicant Graham has not answered to this date. 

11. The petition of December 20, 1963 was denied on February 24, 
1964. 

12. A new petition was filed on or about February 27, 1964. This 
petition was denied on June 9, 1964. 

13. On July 31, 1964, another attempt was made to have applicants 
Kline and Graham execute the same continuation application which they 
had refused to sign until then, this time by sending a copy of the con- 
tinuation application to D. Howland, Engineering Manager of assignee's 
Costa Mesa, California, plant, together with a letter of transmittal, a 
copy of which is attached hereto as Exhibit J. At the same time, fur- 
ther affidavits for the purpose of satisfying the proviso of Sec. 305(c) 
of the National Aeronautics and Space Act were also included, copies of 
which are attached hereto and identified as Exhibits K and L. 

14. To this date, as witnessed by Exhibits M and N also attached 
hereto, applicants Kline and Graham have refused to cooperate regard- 
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ing the execution of both the continuation application and new affidavits 
under Sec. 305(c) of the National Aeronautics and Space Act. 

15. At no time during the prosecution of the present case have I 
intended to abandon application Serial number 797,794. Delays and 
omissions have principally been caused by applicant Graham's con- 
tinuous refusal to cooperate regarding statements supplementing his 
original statement filed April 19, 1963, as evidenced by the attached 
Exhibits. The lack of cooperation on the part of both applicants has 
also prevented assignee from filing a continuation application in due 
time before application Serial number 797,794 was found abandoned. 
Consequently, assignee's legitimate interest would suffer irreparable 
damage, as assignee is prevented from filing a substitute application 
for the reason that public disclosure and sale of the invention have oc- 
curred since the original application was filed, unless the present ap- 
plication, Serial number 797,794, is revived. 


/s/ Claude A. Patalidis 


Sworn to and subscribed before me this 3rd day of November, 
1964. 


/s/ Frank B. Hill 
Notary Public 


My commission expires Nov. 7, 1967. 
[Exhibit A to Affidavit of Claude Patalidis] 


AFFIDAVIT 


State of California  ) Ss: . 
County of Orange ) 


J, Roger E. Kline, being duly sworn, deposes and says that Iam 
one of the applicants in the above identified application for United 
States Letters Patent, and that at the time I conceived and reduced to 
practice the invention which is the subject matter of said application, I 


45 


was not performing any work under any contract of the National Aero- 
nautics and Space Agency. 


/s/ Roger E. Kline 
Sworn to and subscribed to me by the above-named applicant this 


1st day of April, 1963. 


/s/ Donna Gendron 
Notary Public 
State of California 


My commission expires May 23, 1964. 
[Seal] 


[Exhibit B to Affidavit of Claude Patalidis] 
AFFIDAVIT 


State of California ) 


County of Santa Clara ) SS: 


I, James J. Graham, being duly sworn, deposes and says that lam 
one of the applicants in the above identified application for United 
States Letters Patent, and that at the time I conceived and reduced to 
practice the invention which is the subject matter of said application, 

I was not performing any work under any contract of the National Aero- 
nautics and Space Agency. 


/s/ James J. Graham 


Sworn to and subscribed to me by the above-named applicant this 
11th day of April, 1963. 


/s/ Louis G. Williams 
Notary Public 


My commission expires Nov. 9, 1964. 
[Seal] 
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[Exhibit C to Affidavit of Claude Patalidis] 


Roger Kline 
2915 Andres 
Costa Mesa, California 


September 5, 1963 


Ex-Cell-O Corporation 
Post Office Box 386 
Detroit 32, Michigan 


Attn: Mr. Claude A. Patalidis 
Patent Counsel 
Dear Mr. Patalidis: 


I am returning herewith the new patent application which you sent 
under cover of a letter dated July 18, 1963. 

I have conferred with my patent attorney, and he advises me that I 
should execute any papers which would concern a true continuation ap- 


plication where it was intended to reinstate claims originally rejected 
in the parent application. However, he informs me that the present 
application is a continuation-in-part application since it contains mat- 
ter not originally disclosed. Also, the oath form which is attached to 
the application does not identify it as being a continuation-in-part ap- 
plication. It is highly possible that a part of the newly proposed case 
was not even invented by me or anyone else at the time the original 


case was prepared and signed. 

Under the circumstances, I feel that it is not proper to execute the 
papers or to urge Mr. Graham to do so, and I sincerely hope that the 
foregoing adequately explains to you my position in this matter. 


Very truly yours, 


/s/ Roger Kline 
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[Exhibit D to Affidavit of Claude Patalidis ] 


: September 12, 1963 
Mr. Roger Kline 


2915 Andros 
Costa Mesa, California 


Re: Continuation Patent Application 
corr. to U.S.S.N. 797,794 


Dear Mr. Kline: 


I am returning to you the above patent application, asking you to 
reconsider your refusal to sign the documents. The original applica- 
tion has now been passed to issue with two claims relating to the con- 
figuration of Figure 3. A patent has not yet issued because of some 
technicality relative to the NASA act. 

Claims relating to the configurations of Figures 1 and 2 were 
finally rejected by the Examiner. The continuation which we intend to 
file is a true continuation and not a continuation-in-part as no new 
matter has been added. Only the title has been changed and some su- 
perficial errors of form have been corrected from the specification, 
but the text of the specification is exactly as the text of the corrected 
specification of the original application in the Patent Office file. Only 
the claims are new, and they are in the same form as the claims ac- 
cepted by the Patent Office with the exception that they recite a method 
of sealing rather than a sealing device. The only reason for this is to 
take advantage of some court interpretations of Sect. 100 (b) and 101 
of the Patent Act of 1952. 

I hope that the above explanations are satisfactory, but in the event 
that you shall need further inforna tion before signing, please advise 
me. If you decide to sign the enclosed, after doing so kindly forward 
the application to Mr. Graham in the stamped self-addressed envelope. 


Sincerely yours, 
EX-CELL-O CORPORATION 


Claude A. Patalidis 
Patent Counsel 


[Exhibit E to Affidavit of Claude Patalidis] 


October 3, 1963 


Mr. Roger E. Kline 
2915 Andros 
Costa Mesa, California 


Re: New Affidavit in regard to 
Patent Application S.N. 797,794, 
Sealing Device 


Dear Mr. Kline: 


Enclosed you will find another affidavit in duplicate which we must 
file so that a patent corresponding to original application Serial No. 
797,794 be issued. You will remember that, in April, we already filed 
an affidavit, but it was not found acceptable by the Patent Security Divi- 
sion of the United States Patent Office. The enclosed affidavit is word- 
ed in such a manner as to satisfy the requirements of the Division. 

On September 12, I sent back to you an application which is a con- 
tinuation to $.N. 797,794, in all points similar to the parent application 
but with claims directed to the K-shaped seal configuration in order to 
complement the parent application, where the only claims allowed are 
claims directed to the X-shaped seal configuration. If this continua- 
tion application is still in your possession, I would appreciate your 
signing it and forwarding it to Mr. Graham for his signature. 


Sincerely yours, 
EX-CELL-O CORPORATION 


Claude A. Patalidis 
Patent Counsel 
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[Exhibit F to Affidavit of Claude Patalidis] 


October 3, 1963 


Mr. James J. Graham 
872 Bernardo Avenue 
Sunnyvale, California 


Re: New Affidavit in regard to 
Patent Application S.N. 797,794, 
Sealing Device 


Dear Mr. Graham: 


Enclosed you will find another affidavit in duplicate which we must 
file so that a patent corresponding to original application Serial No. 
797,794 be issued. You will remember that, in April we already filed 
an affidavit, but it was not found acceptable by the Patent Security Divi- 
sion of the United States Patent Office. The enclosed affidavit is word- 
ed in such a manner as to satisfy the requirements of the Division. 

On September 12, I sent back to Mr. Kline an application which is 
a continuation to S.N. 797,794, in all points similar to the parent appli- 
cation but with claims directed to the K-shaped seal configuration in 
order to complement the parent application, where the only claims al- 
lowed are claims directed to the X-shaped seal configuration. If this 
continuation application is still in your possession, I would appreciate 
your Signing and returning same to me. 


Sincerely yours, 
EX-CELL-O CORPORATION 


Claude A. Patalidis 
Patent Counsel 
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[Exhibit G to Affidavit of Claude Patalidis | 
AFFIDAVIT 


State of California  ) ss 
County of Orange ) 


I, Roger E. Kline, being duly sworn, deposes and says that Iam 
one of the applicants in the above identified application for United 
States Letters Patent and that at the time I conceived and reduced to 
practice the invention which is the subject matter of said application, I 
was not performing any work under any contract of the National Aero- 
nautics and Space Agency, that the invention was conceived and reduced 
to practice on my employer's time, using my employer's funds, facili- 
ties and material. 


/s/ Roger E. Kline 


Sworn to and subscribed to me by the above-named applicant this 
7th day of October, 1963. 


Donna Gendron 
Notary Public 


My commission expires May 23, 1964. 
[Seal] 


[Exhibit H to Affidavit of Claude Patalidis] 
AFFIDAVIT 


State of ) 


County of ) SS. 


I, James J. Graham, being duly sworn, deposes and says that Iam 
one of the applicants in the above identified application for United 
States Letters Patent, and that at the time I conceived and reduced to 
practice the invention which is the subject matter of said application, 
I was employed at Cadillac Gage Company, I was not performing any 
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work under any contract of the National Aeronautics and Space Agency, 
that the invention was conceived and reduced to practice on my em- 
ployer's time, using my employer's funds, facilities and material. 


James J. Graham 


Sworn to and subscribed to me by the above-named applicant this 
___ day of , 1964. 


Notary Public 


[Exhibit I to Affidavit of Claude Patalidis] 


January 2, 1964 


Mr. James J. Graham 
872 Bernardo Avenue 
Sunnyvale, California 


Re: New affidavit in Application 
S.N. 797,794, Sealing Device 


Dear Mr. Graham: 


Enclosed is a new affidavit in regard to Application S.N. 797,794. 

On October 3, 1963 we sent you an affidavit for you to sign before 
a Notary Public and return same to us. The enclosed affidavit is to 
replace the one sent you on October 3 in the event you have misplaced 
it. 


We would appreciate your signing the original and a copy of the 
enclosed affidavit and returning them to us as soon as possible, as the 
first affidavit was found not acceptable by the Patent Security Division 
of the United States Patent Office and we must file the enclosed. as soon 
as possible in order to have a patent issue in the above identified ap- 
plication. 
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On September 12, 1963, I sent to Mr. Kline an application which is 
a continuation of the above identified application, and if this continua- 
tion is still in your possession, I would appreciate your signing the 
Oath, Power of Attorney and Petition at the end of the specification and 
claims, and returning it to me at your earliest convenience. 

Kindly inform us of any expenses So that we may reimburse you 
for them. 


Sincerely yours, 
EX-CELL-O CORPORATION 


Claude A. Patalidis 
Patent Counsel 


[Exhibit J to Affidavit of Claude Patalidis ] 
July 31, 1964 
Mr. D. Howland 
Cadillac Gage Company 
1866 Whittier Avenue 
Costa Mesa, California 


Dear Don: 


Enclosed is a patent application entitled "Method of Uniting and 
Sealing Members" which is a continuation of S.N. 797,794. This ma- 
terial is sent to you as a result of a conversation I had with C. Bauer 
after his return from his recent California trip. Clarence was of the 
opinion that you may be able to convince Messrs. Kline and Graham to 


sign the enclosed application and affidavits. 
The enclosed application discloses only what was previously dis- 
closed in the application. The claims however, are directed to the "K" 


type of seal as the only claims which were found allowable in the orig- 
inal were claims relating to the "X" type. 

I recognize that to obtain the signatures of Messrs. Kline and 
Graham may not be an easy task, although, you will remember that the 
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agreement which they signed at the time that they were employed by 
Cadillac Gage stated that they will cooperate in filing patent applica- 
tions resulting from the inventions while employed and also in filing 
any continuations, divisions, etc., of such applications. 

If you have any question regarding the enclosed, please advise me. 
I will, however, be on vacation from August 3 to August 17. 


Sincerely yours, 
EX-CELL-O CORPORATION 


Claude A. Patalidis 
Patent Counsel 


[Exhibit K to Affidavit of Claude Patalidis ] 
AFFIDAVIT 


State of California ) ss. 
County of ) 


I, James J. Graham, being duly sworn, deposes and says that Iam 
one of the applicants in the above identified application for United 
States Letters Patent, and that at the time I conceived and reduced to 
practice the invention which is the subject matter of said application, 

I was employed by Cadillac Gage Company, I was not performing any 
work under any contract of the National Aeronautics and Space Agency, 
that the invention was conceived and reduced to practice on my em- 
ployer's time, using my employer's funds, facilities and material. 


James J. Graham 


Sworn to and subscribed to me by the above-named applicant this 
____ day of , 1964. 


Notary Public 
[Seal] 


[Exhibit L to Affidavit of Claude Patalidis | 


AFFIDAVIT 


State of California ) ss 
County of 


I, Roger E. Kline, being duly sworn, deposes and says that Iam 
one of the applicants in the above identified application for United 
States Letters Patent, and that at the time I conceived and reduced to 
practice the invention which is the subject matter of said application, 

I was employed by Cadillac Gage Company, I was not performing any 
work under any contract of the National Aeronautics and Space Agency, 
that the invention was conceived and reduced to practice on my em- 
ployer's time, using my employer's funds, facilities and material. 


Roger E. Kline 


Sworn to and subscribed to me by the above-named applicant this 
__ day of , 1964. 


Notary Public 
[Seal] 
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[Exhibit M to Affidavit of Claude Patalidis] 


CADILLAC CAGE COMPANY 
P. O. Box 546 


1866 Whittier Ave. 
Costa Mesa, California 92627 


August 31, 1964 


Mr. Claude A. Patalidis 
Patent Counsel 
Ex-Cell-O Corporation 
P, O. Box 386 

Detroit, Michigan 48232 


Dear Mr. Patalidis: 


Don Howland handed me your letter of July 31 sometime ago and 
stated he was at a loss as to what to do about attempting to get Messrs. 
Kline and Graham to sign the application you referenced in your letter. 

I contacted Mr. Kline directly by telephone August 21st and dis- 
cussed this subject with him. Mr. Kline informed me that he has re- 
fused to sign the revised application because there are additional 
claims and modifications of claims that cover inventions which are 
over and beyond the original invention. Kline said that he feels. very 
strongly that he would be restricted in the line of work he has followed 
since leaving Cadillac Gage which has been in a very similar nature; 
i.e., metallic sealing devices. 


Kline mentioned that he has had correspondence directly with you 
on this subject and both he and Graham have informed you, or some- 
one at Ex-Cell-O, by letter, of their position on this item and he men- 
tioned to me that this was after seeking legal advice on his part. Iam 
not sure if you are aware of these letters but I do not believe that we 
here at Cadillac Gage have seen them. 

We would like to help you on this matter, but from the most def- 


inite statements I have had from Roger Kline (He also mentioned that 
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Graham's opinion is identical) I would suggest that the only possible 
way to get the signatures is by legal action on your part. 
Roger Kline's present address is: 
2915 Andros Avenue 
Costa Mesa, California 
Phone: Area Code 714-545-0515 
It is my understanding that Graham is living in San Francisco on 
Bernardo Road, but I do not have the specific address at this time. I 
am sure we could obtain it if this could be of any value to you. 
Please advise of there is anything additional we can do on this 
item to be of assistance. 
Very truly yours, 
CADILLAC GAGE COMPANY 
/s/ Howard Carson 


Vice President 
West Coast Operations 


[Exhibit N to Affidavit of Claude Patalidis ] 
INTER-OFFICE CORRESPONDENCE 


CADILLAC GAGE COMPANY Date September 4, 1964 
West Coast Division From Don Howland 
To: Claude Patalidis 


Subject: Patent Application 797,794 


Mr. Howard Carson has, I believe, advised you of our unsuccess- 
ful efforts to obtain the requested signatures of Kline and Graham. I 
trust you will have better success dealing directly with these two 
gentlemen. 


/s/ Don Howland 
Engineering Manager 


[Mailed Feb. 2, 1965] 
[Exhibit M] 
U.S. DEPARTMENT OF COMMERCE 
Patent Office 
Washington 

Applicants' petition requests the Commissioner to exercise his 
authority under Rules 182 and 183 and issue a patent on application 
Serial No. 797,794. The petition is stated to be supplemental to the 
two previous petitions filed in this application. 

The applicants have again reargued the pertinent statutes and the 
sufficiency of the affidavits which were initially submitted on April 19, 
1963 and found to be inadequate by this Office. These matters were 
given full consideration in previous decisions on petitions. 

Accompanying the present petition are a number of exhibits which 
are intended to show diligence in attempting to obtain the necessary af- 
fidavits from the applicants and the lack of cooperation on their part. 

There is nothing in the exhibits which would explain the 4 months 
of inactivity between May 31, 1963 when the Office criticized the affi- 
davits filed April 19, 1963 and the receipt of the Commissioner's let- 
ter mailed September 30, 1963. During this period apparently no action 
was taken to inform the applicants that new affidavits were required. 
The exhibits further show that the applicant Kline when requested 
promptly signed the affidavit submitted to him but such affidavit was 
not filed in this Office until almost two months after termination of the 
30 day statutory period for reply set by the Commissioner's letter. 

The exhibits are not convincing as to lack of diligence or coopera- 
tion on the part of applicant Graham. It does not appear from the ex- 
hibits that the applicant Graham was ever advisedthat he should prompt- 
ly sign the affidavit submitted to him. 


There is no persuasive evidence presented by the present petition 


which would justify a change in the holdings made on the prior peti- 
tions. 


The petition is denied. 


/s/ Edwin L. Reynolds 
First Assistant Commissioner 
Bower and Patalidis 
1200 Oakman Boulevard 
Detroit 32, Michigan 


[Rec'd. 3-10-65] 
[Exhibit N] 


PETITION FOR RECONSIDERATION 


Honorable Commissioner of Patents 
Washington, D. C. 20231 
Sir: 

This petition is for reconsideration of the Commissioner's deci- 
sion of February 2, 1965, denying petitioner's request that the Com- 
missioner exercise his authority under Rules 182 and 183, by reviving 
application S. N. 797,794 and issuing a patent thereon. 

Three previous petitions filed in this application have been denied. 

The Commissioner's decision of February 2, 1965 held that "there 
is no persuasive evidence presented by the present petition which would 
justify a change in the holdings made on the prior petitions". The de- 
cision of February 2, 1965, seems to criticize the evidence present in 
the record in the following manner: 

(1) "There is nothing in the exhibits which would explain the 4 
months of inactivity between May 31, 1963 when the Office criticized 
the affidavits filed April 19, 1963 and the receipt of the Commissioner's 
letter mailed September 30, 1963. During this period apparently no ac- 
tion was taken to inform the applicants that new affidavits were re- 
quired." 
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(2) ''The exhibits further show that the applicant Kline when re- 
quested promptly signed the affidavit submitted to him but such affi- 
davit was not filed in this Office until almost two months after termina- 
tion of the 30 day statutory period for reply set by the Commissioner's 
letter". , 

(3) ''The exhibits are not convincing as to lack of diligence or co- 
operation on the part of applicant Graham. It does not appear from the 
exhibits that the applicant Graham was ever advised that he should 
promptly sign the affidavit submitted to him". 

(1) Regarding the criticism directed to the alleged four months of 
inactivity between May 31, 1963 and September 30, 1963, it is evident 
from the record that the informal and advisory letter of May 31, 1963 
addressed to the attorneys of record by the Supervisor of the Security 
Group ended with the following paragraph: . 

"This application will be reached in about 30 days for considera- 
tion of the need to call it to the attention of the Commissioner for the 
purpose of requesting formal statements under Sec. 305c, unless new 


or supplementary statements correcting the above defects are filed in 


the meantime." 

Relying on the above quoted statement, applicants' attorneys in 
good faith believed that there was a reasonable presumption that. the 
Commissioner would rule that the invention did not have significant 
utility in the conduct of aeronautical and space activities as recited in 
42 USC 2457(c), because the invention relates to a sealing device which 
has only indirect utility, if any, in the conduct of aeronautical and 
space activities, and not to an invention such as a rocket, an aircraft, 
spacecraft, or the like which have direct significant utility. Further- 
more, applicants' attorneys believed that, even if the Commissioner 
was to rule that the invention would fall in the category as defined by 
the National Aeronautics and Space Act, there was a reasonable pre- 
sumption that the Commissioner would rule applicants’ sworn state- 
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ments of April 19, 1963 as being fully adequate. Consequently, appli- 
cants' attorneys did nothing until they received the Commissioner's 
formal request of September 30, 1963. 

(2) It is evident from the record that applicant Kline when re- 
quested promptly signed the affidavit submitted to him, but this affi- 
davit was filed with the Patent Office only on or about December 20, 
1963 contemporaneously with the first Petition in this application. This 
delay, as it appears from the record and more particularly from the 
affidavit of Claude A. Patalidis in date of November 3, 1964 (paragraph 
No. 7), was due to applicants’ attorneys belief that only one affidavit 
from one of the co-inventors in this application would serve no useful 
purpose unless an affidavit from the other co-inventor was also filed 
at the same time. 

(3) It is admitted that, as it appears from the record and more 
particularly from Exhibit F, that applicant Graham was not advised on 
October 3, 1963 that time was of the essence. It must be pointed out, 
however, that applicant Graham had executed and returned the first af- 
fidavit with due diligence and applicants’ attorneys in good faith be- 
lieved that applicant Graham would execute reasonable diligence in re- 
gard to the second affidavit. Applicants’ attorneys were not attempting 
to build a record of evidence for future use as it was not thought, at 
the time, that applicants, although no longer employed by the assignee 
of record, would show any undue lack of cooperation in regard to the 
original patent application. 

It also appears from the record, (Exhibit I, 3rd paragraph) that ap- 
plicant Graham was requested on January 2, 1964 to sign another copy 
of the second affidavit and to return it to the attorneys of record "as 


soon as possible". 

The three petitions which have so far been denied have been de- 
nied mostly on the grounds of: 

(a) The insufficiency of applicants’ sworn statements under 42 
USC 2457 (c), and 
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(b) The lack of diligence of the attorneys of record. 

It is respectfully submitted that the above grounds have actually 
become moot for the following reasons: 

Refusal to revive the application and to issue a patent thereon will 
serve no useful purpose and would be in fact contrary to public policy. 
The Constitution of the United States gives to Congress the power "to 
promote the progress of science and useful arts, by securing for limit- 
ed times to authors and inventors the exclusive right to their respec- 
tive writings and discoveries" (Article 1, Sec. 8). 

By promulgating the Patent Act of July 19, 1952 (the latest in date 
of the Acts of Congress relative to patents) Congress has exercised its 
mandate and has recognized that a Letters Patent is fundamentally a 
contract between the public and the patentee whereby, in consideration 
of the limited monopoly given him, the patentee shares with the public 
the fruits of his invention and discovery and thereby contributes to the 
general progress of science and technology. If the present application 
is not revived the patentees, their assignee and the public would suffer 
an irremediable loss, and the assignee, particularly, would be deprived 
of constitutionally recognized valuable property rights without due 
process of the law. 

The National Aeronautics and Space Act of 1958 was also designed 
by Congress to protect the legitimate interest of the public in inven- 
tion ''made in the performance of any work under any contract of the 
Administration."" The subsections of the Act relative to patent appli- 
cations (42 USC 2457(c) and (d)) are designed to establish a procedure 
for determining whether the applicant for a patent or the Administra- 
tor of the National Aeronautics and Space Administration have legal 
title to the patent. In the present case, as it appears from the record 
(affidavit of Associate Attorney accompanying the third petition) the 
Administrator, after studying the file of the application, determined 
that the National Aeronautics and Space Administration had no interest 
in the invention. Consequently, 90 days having elapsed from the date of 
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transmittal to the National Aeronautics and Space Administration of the 
file of the application, the Commissioner may, in his discretion, issue 
a patent to the applicants, as specifically authorized under 42 USC 

2457 (d). 

In summary, it is respectfully requested that the Commissioner 
grant the petition that application S.N. 797,794 be revived and a patent 
issue thereon, for the reasons herein presented and previously pres- 
ented in the three preceding petitions. 


Respectfully submitted, 
BOWER AND PATALIDIS 


/s/ Claude A. Patalidis 


AFFIDAVIT OF CLAUDE A. PATALIDDIS 


State of Michigan ) ss 
County of Wayne ) 


Honorable Commissioner of Patents 
Washington, D. C. 20231 


Sir: 

Claude A. Patalidis, being duly sworn, deposes and states as fol- 
lows: 

I am a partner in the firm of Bower and Patalidis, attorneys of 
record for the applicants, Roger E. Kline and James J. Graham, in the 
above identified application. 

I have been handling the prosecution of said application and have 
carried ultimate responsibility for said application since previously 
to April 10, 1962. Ihave read the accompanying Petition to the Honor- 
able Commissioner of Patents of even date herewith and aver that Iam 
familiar with the facts set forth therein and that said facts are true to 
the best of my knowledge and belief. 
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It is my belief that the Petition filed herewith is sound in law and 
fact. 


/s/ Claude A. Patalidis 
Subscribed and sworn to before me this 5th day of March, 1965. 


/s/ Norma R. Tata 
Notary Public 


My commission expires Jan. 29, 1968. 
[Seal] 


[Mailed 4-8-65] 
[Exhibit O] 
U.S. DEPARTMENT OF COMMERCE 


Patent Office 
Washington 


Re: Application of 

Roger E. Kline et al 

Serial No. 797,794 On Petition 

Filed: March 6, 1959 for Reconsideration 
For: SEALING DEVICE 


Applicants have filed a petition for reconsideration of the Com- 
missioner's decision of February 2, 1965, which denied petitioners’ 
request that the Commissioner exercise his authority to revive the 
application. 

Applicants' arguments have been carefully considered, but they do 
not appear to be persuasive. For example, applicants state that the 
grounds for denying the three petitions have become moot, for the rea- 
sons that refusal to revive the application and issue a patent thereon 
would serve no useful purpose and would be contrary to public policy, 
referring to Article I, Sec. 8, of the Constitution of the United States, 
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to the Patent Act of July 19, 1952, and to the National Aeronautics and 
Space Act of 1958. In connection with the Space Act, applicants allege 
that the Administrator of the National Aeronautics and Space Adminis- 
tration had determined that the National Aeronautics and Space Admin- 
istration had no interest in the invention. 

Applicants' arguments and references to statutes are irrelevant. 
The statement under oath was requested in accordance with Section 305 
(c) of the National Aeronautics and Space Act of 1958 (Public Law 568, 
85th Congress), which states: 

"No patent may be issued to any applicant other than 
the Administrator for any invention which appears to the 
Commissioner of Patents to have significant utility in the 
conduct of aeronautical and space activities unless the ap- 
plicant files with the Commissioner, with the application 
or within thirty days after request therefor by the Com- 
missioner, a written statement under oath setting forth 
the full facts concerning the circumstances under which 
such invention was made and stating the relationship (if 
any) of such invention to the performance of any work 
under any contract of the Administration." 


Neither Section 305(c) quoted above, nor any other section of the 
Space Act, nor any provision of any other Act, makes any exception to 
the requirement of said Section 305(c) that no patent may be issued to 
any applicant other than the Administrator, unless applicant files the 
requested statement within thirty days after request therefor. The re- 


quest was made by the Commissioner September 30, 1963. In said 
request it was specifically stated, 


"The law provides that no patent can issue thereon 
unless such a statement is filed within thirty days from 
the date of this request and no provision is made for ex- 
tension of this time." 


Even in view of such specific notification, applicants filed no pa- 
pers whatsoever within thirty days of September 30, 1963. Also, ap- 


65 


plicants filed no papers whatsoever within thirty days after the advisory 
letter of May 31, 1963. In fact, applicants made no response until De- 
cember 23, 1963, almost seven months after said letter of May 31, 
1963, and then only after being notified by the Patent Office that no pat- 
ent would issue to them on the invention and that the application would 
be sent to the abandoned files. 

Since there is no provision for excusing delay in filing the re- 
quired statements, applicants are precluded by Section 305(c) from ob- 
taining a patent on the subject matter disclosed. 

There is no persuasive evidence or argument presented by the 
present petition which would justify a change in the holdings made on 
the three prior petitions. 

The petition is denied. 


/s/ Edwin L. Reynolds 
First Assistant Commissioner 


Bower and Patalidis 
1200 Oakman Boulevard 
Detroit 32, Michigan 


[Filed September 7, 1965] 


PLAINTIFF'S RESPONSE TO DEFENDANT'S 
MOTION FOR SUMMARY JUDGMENT 


Now comes Plaintiff, by counsel, and joins with Defendant on a Mo- 
tion for Summary Judgment, not for Defendant, but in favor of Plaintiff. 
There are no additional facts to be proven by a trial of this cause. The 
issue is the application of the facts to the applicable law which this Court 
may do without hearing any witnesses. 

Responding to the Statement of material facts filed by Defendant, 


Plaintiff concurs with all except Fact 7. This fact should contain at the 
end thereof: — 
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"The application in due course will be sent to the abandoned files." 
as evidenced by Defendant's Exhibit G. 

Responding to the Points and Authorities relied upon by Defend- 
ant:— 


IMPORTANT NOTE 


We are without precedent to guide this Court in construing 42 
U.S.C. 2457(c). This Section has not had the benefit of judicial con- 
struction. Legislative hearings on this Section were not published. 

POINT 1 is correct so far as it applies to duties required of the 
Commissioner under Title 35, United States Code. 

POINT 2 is a correct statement as made. 

POINT 3 is correct as to the written point of the Statute; however, 
the words "full facts" is ambiguous and needs judicial construction as 
to its application to the facts in this case. 

POINT 4 is correct down to "it is the duty of the Commissioner of 
Patents to determine . . ."; this is in error since the Commissioner of 
Patents is not charged by 42 U.S.C. 2457 (c) with ruling on "whether the 
statement satisfies the requirements of the said Section." 

POINT 5 is an incorrect statement of the Act. Section (c) re- 
quires:— 

(a) a written statement, and 

(b) copies of each such statement and the application to which it 
relates shall be transmitted FORTHWITH by the Commissioner to the 
Administrator. (Emphasis ours) 

POINT 6 is correct, but what are "full facts" asia who determines 
them. 

POINT 7 is incorrect since "full facts" is ambiguous. The Com- 
missioner of Patents is without authority to pass upon what are "full 
facts" as evidenced by fact he has not promulgated a rule, administra- 
tive order or otherwise advised applicants as to what constitutes ''full 
facts." 
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POINT 8 is correct as stated and applicant (Plaintiff) has complied 
therewith. 

POINT 9 is correct as stated but Plaintiff's applicants did comply 
April 19, 1963, which was before the request of September 30, 1963 
(See Defendant's Exhibits C and D). 


PLAINTIFF'S POINTS AND AUTHORITIES 


A. Defendant called for statements under 42 U.S.C. 2457(c) on 
March 15, 1963 (See Defendant's Exhibit B). 

B. Plaintiff complied with requirement (Point A) and filed state- 
ments on April 19, 1963 (See Defendant's Exhibits C and D). 

C. The Commissioner of Patents exceeded his authority in hold- 
ing the statements unacceptable and the application abandoned. Under 
the Act, 42 U.S.C. 2457(c) requires the Commissioner of Patents:— 

(a) to determine what cases have or may have significant utility 
in the conduct of Aeronautical and Space Activities; 


(b) to require of applicant a written statement under oath setting 
forth the full facts concerning the circumstances under which the in- 
vention was made, and 

(c) to transmit forthwith copies of each such statement and the 
application to which it relates to the Administrator. 

D. Defendant acted ultra varies in holding Plaintiff's statements 
unacceptable. This was the job of the Administrator. 


"Efforts of an administrator or administrative agency _ 
to enlarge or restrict the application of a Statute should 
be subjected to close scrutiny." Celebrezze v. Kilborn, 
322 F.2d 166, at 168 (USCA 5) 1963. 


"An agency may not finally decide the limits of its 
statutory powers. That is a judicial function."" Social 
Security Board v. Nierotko, 327 U.S. 358; 66 S. Ct. 637° 
(see footnote 23, page 643). 


"when an administrative officer is sitting in a dual 
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role as judge of the law and trier of the facts, and when 
he, as judge, gives himself, as fact-finder, an incorrect 
instruction as to the law governing the decision he must 
make, error is committed just as there is error ifa 
judge incorrectly charges a jury. We must assume that 
the examiner applied the standard as he stated it; and 
if he did, he erred, and on a question of law. The deci- 
sion, therefore, cannot stand." Williams v. Ribicoff, 
323 F.2d 231 at 232 (CA 5, 1963). 


E. If Plaintiff were to accept (which it does not) that the Adminis- 
trator of NASA relied upon the interpretation of sufficiency of state- 
ments under 42 U.S.C. 2457(c) by the Commissioner of Patents, a court 
must decide all legal issues which are presented and relevant. Osman 
v. Ribicoff, 195 Fed. Supp. 699, at 700 (USDC ED Mich.) 1961. This 
certainly includes the basic question of whether the Commissioner of 
Patents had the legal power so to act. 


F. AUTHORITY 


"It is well settled that the scope of judicial review 
of final decisions of administrative agencies is narrow. 
It is limited and restricted to determining whether the 
agency committed any errors of law, or transcended 
the legal limitations on its authority; whether there is 
substantial evidence to sustain its findings of fact; and 
whether the result reached was arbitrary or capri- 
cious." United States v. ICC, 221 Fed. Supp. 584 (1961). 


G. Plaintiff did file statements required on April.19, 1963; these 


statements said:— 

*** that at the time I conceived and reduced to practice 
the invention which is the subject matter of said appli- 
cation, I was not performing any work under any con- 
tract of the National Aeronautics and Space Agency." 
(See Defendant's Exhibits C and D) 


This is the fact. This is the full fact and the fact most concerning the 
Space Administrator. 
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H. The Commissioner of Patents has not promulgated rules for 
statements, issued a Commissioner's Order on the subject, nor pub- 
lished any directives to guide applicants in how to comply with the Act. 

I. This Court has the power to set aside the Commissioner's hold- 
ing in Defendant's Exhibits E and G; and, in view of Defendant's Exhibit 
A, order the statements of Defendant's Exhibits C and D together with 
a copy of Plaintiff's application to be transmitted by Defendant to the 
Administrator with the proviso that should NASA not have an interest 
in the application the patent, upon payment of the final fee, be sagued to 
Plaintiff. 


AUTHORITY: 


(5) But, a reviewing court may set aside an admin- 
istrative agency's order where there is no 'warrant in the 
law' for what it has done, United States v. Pierce Auto 
Freight Lines, supra, 327 U.S. p. 536, 66 S. Ct. 687; or 
where its findings and conclusions are ‘arbitrary, capri- 
cious, an abuse of discretion, or otherwise not in accord- 
ance with law.' Title 5 U.S.C.A. § 1009." General Motors 
Corp. v. U.S., 207 Fed. Supp. 641, at 644 (USDC ED Mich.) 
1962; affirmed 324 F.2d 604. 


BRIEF IN SUPPORT OF 
PLAINTIFF'S CONTENTIONS 


The questions presented here for determination by this Court are:— 


1. Does 42 U.S.C. 2457(c) charge the Commissioner of 
Patents to rule upon the sufficiency of statements 
filed under 42 U.S.C. 2457(c)? 

. If (1) above is answered in the affirmative, do the 
statements filed by Plaintiff comply with the re- 
quirement of 42 U.S.C. 2457(c)? 

. If the Defendant acted improperly under either (1) 
or (2) above, should he be ordered to restore Plain- 
tiff's application to pendency and forthwith transmit 
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the application and statements to the Administrator 
so that the provisions of 42 U.S.C. 2457(d) may be 
invoked ? 


42 U.S.C. 2457(c) requires the Defendant to require statements to 
be filed within thirty (30) days of his request therefor. Defendant is 
then charged to transmit such statements and a copy of the application 
FORTHWITH to the Administrator. If Defendant were to delay the mat- 
ter by screening each statement and examining same as to full facts, 
especially to set up a standard of what constitutes full facts, a duty not 
expressly demanded of him by the Statute, why did the legislators use 
the words TRANSMIT FORTHWITH. The Defendant cannot check the 
statements as to whether applicant or his assignee was operating under 
a NASA contract. Only the Administrator of NASA may determine that. 
Defendant does not have access to this information. 

Congress in drafting the Act provided a penalty for false facts in 
the statement by permitting the Administrator to take the patent away 
from the patentee or his assignee if a false statement is filed. 42 U.S. 
C. 2457(e). This is a clear indication that Congress charges the Ad- 
ministrator with the responsibility of reviewing the Statements. Con- 
gress did not intend two reviews of the Statements. 

Defendant by improperly acting or purporting to act under 42 
U.S.C. 2457(c) has exceeded his statutory authority resulting in a great 
loss of valuable property in holding Plaintiff's patent application aban- 
doned, an act of irreparable injury not subject to review or redress 
except by this Court. 

Plaintiff relies also on 42 U.S.C. 2457(d) which reads:— 

"Upon any application as to which any such state- 
ment has been transmitted to the Administrator, the 
Commissioner may, if the invention is patentable, is- 
sue a patent to the applicant unless the Administrator, 
within ninety days after receipt of such application and 


statement, requests that such patent be issued to him 
on behalf of the United States." 
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Defendant has failed so to act even though Defendant has found the 
invention patentable (See Defendant's Exhibit A). 

Plaintiff invites the Court's attention to 42 U.S.C. 2457(e) stating 
the penalty to which an applicant subjects himself if the statement ''con- 


tained any false representation of any material fact, ***". 

Plaintiff believes that in construing a statute which does not spell 
out in detail what may be a standard of compliance, the Court should 
give great weight to the spirit or intent of the statute which Plaintiff 
submits appears in 42 U.S.C. 2457(a), reading:— 


(a) Whenever any invention is made in the per- 
formance of any work under any contract of the Ad- 
ministration." 


The statements filed by Plaintiff April 19, 1963 (Defendant's Ex- 
hibits C and D, clearly state:— 


"I was not performing any work under any contract of 
the National Aeronautics and Space Agency." 


The Administrator's interest in Plaintiff's application ceases at 
this point. Applicant then carries the burden under 42 U.S.C. 2457(e) 
if this is a false declaration. 

It is submitted that the full fact has been stated and Plaintiff has 
complied with all the provisions applicable to it under each subsection 
of 42 U.S.C. 2457. On the other hand, the Defendant has undertaken to 
perform a voluntary act not required of him by law and has failed to 
act as required of him by law, all to the irreparable injury of Plaintiff. 

This Honorable Court is requested to rule that:— ; 

(a) The Commissioner of Patents is not charged by statute . 

to rule upon the sufficiency of statements required of 
applicants under 42 U.S.C. 2457(c). 

(b) The statements filed by Plaintiff on April 19, 1963 meet | 

the requirements of the law. 

(c) Defendant is directed to restore Plaintiff's application 
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toa status of pendency and to transmit a copy of the 
application and statements forthwith to the Administra- 
tor as required by law. 

Defendant is directed to issue a Notice of Allowance in 
Plaintiff's application unless the Administrator, within 
ninety (90) days after receipt of such application and 
statements, requests that such patent be issued to him 
on behalf of the United States. 


Respectfully submitted, 
CADILLAC GAGE COMPANY 


By /s/ A. Robert Theibault 
Counsel for Plaintiff 
555 Munsey Building 
Washington, D. C. 20004 


CERTIFICATE OF SERVICE 


A copy of the foregoing Plaintiff's Response to Defendant's Motion 
for Summary Judgment, Plaintiff's Points and Authorities and Brief in 
support of Plaintiff's Contentions have been served upon Counsel for 
Defendant by hand service this 7th day of September, 1965, receipt of 
which is hereby acknowledged. 


/s/ A. Robert Theibault 
Counsel for Plaintiff 


Acknowledged Service:— 


Solicitor, Patent Office 


[Filed October 1, 1965] 


RESPONSE BY DEFENDANT TO PLAINTIFF'S RESPONSE 
_TO DEFENDANT'S MOTION FOR SUMMARY JUDGMENT _ 


Plaintiff, on page 7 of Plaintiff's Response to Defendant's Motion 
For Summary Judgment, sets out three questions presented for de- 
termination by the Court. The third question there set out is not be- 
lieved to be an issue here. If plaintiff is to prevail, the proper relief 
would be to order restoration of plaintiff's application to the pending 


files and submission of it with the statements shown in defendant's Ex- 
hibits C and D to the Administrator. 

The actual issues, based on those set out by plaintiff, are believed 
to be: 

1. Was the act of the Commissioner of Patents in ruling on the 
sufficiency of the statements shown in defendant's Exhibits C and D be- 
yond the scope of his authority under 42 U.S.C, 2457(c)? 

2. If the Commissioner had the authority to make such a ruling, 
did he act arbitrarily or capriciously in holding the submitted state- 
ments to be insufficient? 

Plaintiff would seem already to have answered the first question 
in the negative, that is, the ruling by the Commissioner was not be- 
yond the scope of his authority. On page 2 of plaintiff's Petition Under 
Rules 182 and 183 For Issuance of a Patent, shown in defendant's Ex- 
hibit L, it is stated: 

"There is no express wording in 42 U.S.C. 2457, or 
any other statute, requiring the Commissioner to 
pass on the sufficiency of the written statement of 


paragraph 2457(c), but it appears corollary to the 
act that he has the power to do so." 


In paragraph c) on that same page and the following page in Exhibit L, 
plaintiff states that the Commissioner is not required by statute to bar 
a patent "if the recitation of facts is deemed inadequate as distinguished 
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from a failure to meet the broad, basic requirements of the statute." 
Plaintiff, thus, has admitted that the Commissioner has the authority 
under 42 U.S.C. 2457(c) to rule whether statements filed under that sec- 
tion comply with the "broad, basic requirements of the statute." That 
admission disposes of the first issue. 

As to the second issue, the record clearly establishes that the 
Commissioner properly exercised his authority under the statute. Sec- 
tion 2457(c) makes the basic requirements that the statements include 
(1) a recitation of "the full facts concerning the circumstances under 
which such invention was made" and (2) a statement as to "the relation- 
ship (if any) of such invention to the performance of any work underany 
contract of the Administration." The submitted statements (Exhibits C 
and D) included the latter statement. They included nothing else. Ac- 
cordingly, they were properly held not to conform to the statute. A 
recitation of "the full facts" concerning the circumstances under which 
the invention was made would obviously require identification of the 


inventor's employer at the time the invention was made and a state- 
ment as to the circumstances recited in 42 U.S.C. 2457(a)(1). Without 
identification of the employer, for example, the Administrator would 
have no way of determining if the work had been done under a contract 


of the Administration. The employee inventor might well not know that 
his work was done under such a contract. 

The Commissioner is believed clearly to have properly exercised 
the authority granted him under 42 U.S.C, 2457 (c). Defendant's motion 
should, therefore, be granted and the complaint be dismissed. 


Respectfully submitted, 

/s/ C. W. Moore 

Solicitor, U.S. Patent Office 
Attorney for Defendant 


S. Wm. Cochran, 
Of Counsel. 


September 30, 1965 


I hereby certify that two copies of the foregoing RESPONSE BY 
DEFENDANT TO PLAINTIFF'S RESPONSE TO DEFENDANT'S MO- 
TION FOR SUMMARY JUDGMENT were handed today to the plaintiff's 
attorneys, A. Robert Theibault and Raymond J. Mawhinney, 555 Munsey 
Building, Washington, D. C. 20004. 


/s/ C. W. Moore 
Solicitor 


[Filed Oct. 15, 1965] 
ORDER 


This case came on to be heard October 1, 1965 on defendant's mo- 
tion for summary judgment in which motion plaintiff has joined but in 


its favor, and upon consideration thereof, it is this 14th day of October, 
1965, 

ORDERED that: 

1. Defendant's motion for summary judgment be granted; 


2. Plaintiff's motion for summary judgment be denied; and 
3. The Complaint be and it is hereby dismissed. 


Joseph R. Jackson 
United States District Judge 


[Filed Oct. 15, 1965] 
OPINION 


Plaintiff brings this action under 5 U.S.C. § 1009 requesting the 
Court for an adjudication that application Serial No. 797,794 filed 
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March 6, 1959 for a "Sealing Device", assigned to plaintiff by appli- 
cants Roger E. Kline and James J. Graham, should be restored toa 
state of pendency, the application now being considered abandoned by 
the Patent Office, and for a further adjudication that the defendant be 
authorized to forward certain affidavits of co-applicants Kline and 
Graham, together with the application, to the Administrator of the Na- 
tional Aeronautics and Space Administration (hereinafter designated 
NASA) for a determination by the Administrator whether the patent 
should be issued to plaintiff or to the Administrator on behalf of the 
United States Government. 

The pertinent statutory provision with which the Court is con- 
cerned in this case is 42 U.S.C. § 2457(c), V/ which provides that the - 
Commissioner of Patents, in any case concerning an invention which 
appears to have significant utility in the conduct of aeronautical and 
space activities, should require the applicant to file a written state- 
ment under oath composed of the following two parts: 


1. The full facts concerning the circumstances 
under which the invention was made; 


. A statement of the relationship (if any) of the 
invention to the performance of any work under 
a NASA contract. 


1/ Phe full text of 42 U.S.C. § 2457(c) is as follows: 
(c) No patent may be issued to any applicant other than the Ad- 
ministrator for any invention which appears to the Commissioner 
of Patents to have significant utility in the conduct of aeronautical 
and space activities unless the applicant files with the Commis- 
sioner, with the application or within thirty days after request 
therefor by the Commissioner, a written statement executed under 
oath setting forth the full facts concerning the circumstances un- 
der which such invention was made and stating the relationship (if 
any) of such invention to the performance of any work under any 
contract of the Administration. Copies of each such statement and 
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the application to which it relates shall be transmitted forthwith 
by the Commissioner to the Administrator. 


42 U.S.C. § 2457(c) further provides that the Commissioner should 
transmit each such statement and the patent application to which it re- 
lates to the Administrator of NASA for a determination by the Admin- 
istrator whether the patent should issue to the applicant or to the Gov- 
ernment. 

The facts in the present case are not in dispute and this Opinion is 
rendered upon defendant's motion for summary judgment, in which mo- 
tion the plaintiff joins. 

The pertinent facts concerning the prosecution of this case in the 
Patent Office are as follows: 

Subsequent to a determination by the Examiner that the subject 
matter of the case was allowable, the Patent Office made an informal 
requirement that the plaintiff file a statement of the type specified in 
42. U.S.C. § 2457(c). In response to this requirement plaintiff filed af- 
fidavits of co-applicants Kline and Graham, which affidavits stated 
simply that the work which led to the invention was not performed pur- 
suant to any NASA contract. In response, the Patent Office, on May 31, 
1963, notified plaintiff that the affidavits were insufficient in that the 
full facts concerning the circumstances under which the invention was 
made were not set forth. In particular the Patent Office requested in- 
formation as to whether the invention was made on applicants' or em- 
ployer's time, and whether applicant's or employer's material re- 
sources were utilized. 

It is apparent from the record that the Patent Office made the in- 
formal requirement for a statement in order to benefit the plaintiff, 
since a formal requirement under Section 2457 (c) requires that a pro- 
per statement be filed within 30 days after request therefor. However 
plaintiff did not respond to this further informal requirement of May 
31, 1963; and four months later, on September 30, 1963, the Commis- 
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sioner issued a formal request for the filing of a proper written state- 
ment pursuant to the statute. 

The record shows that there was no response filed by plaintiff 
within the 30-day statutory period after this formal request; and on 
December 12, 1963, the Patent Office notified plaintiff that the applica- 
tion would accordingly be forwarded to the abandoned files of the Pat- 
ent Office. 

Subsequently, plaintiff filed four petitions to the Commissioner 
seeking to revive the application, and to have the Commissioner for- 
ward the previously mentioned affidavits of co-applicants Kline and 
Graham to the NASA Administrator for the statutory determination of 
whom should receive the patent. 


The four petitions were denied principally on the ground that plain- 
tiff failed to respond to either the informal requirement of May 31, 
1963, or the formal request of.September 30, 1963. The plaintiff hav- 
ing exhausted its administrative remedies within the Patent Office, this 


action under 5 U.S.C. § 1009 was brought to obtain the relief requested. 

The Court agrees with the parties that disposition of the case upon 
summary judgment is proper, there being no genuine issue as to any 
material fact. 

The statutory provision, 42 U.S.C. § 2457(c), clearly requires not 
only a statement of the relationship of the invention sought to be pat- 
ented to the performance of any work under NASA contract but also re- 
quires that the "full facts concerning the circumstances under which 
such invention was made" be set forth. It is equally clear from read- 
ing the statute that these "full facts" are to be set forth in the state- 
ment even in a situation, such as here, where no NASA contract is in- 
volved. This is obvious from the parenthetical inclusion of the words 
"if any" immediately following the word "relationship" in the portion 
of Section 2457(c) specifying the second part to be included in a proper 
written statement. 
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While the words "full facts" may be considered somewhat ambig- 
uous by plaintiff, the fact remains that the informal requirement of 
May 31, 1963 by the Patent Office provided some guidelines as to the 
desired information. Yet plaintiff failed to respond to this informal 
requirement or to the subsequent formal request. 

When a statute provides that a statement be composed of two parts, 
and the statements actually filed include only one of those two parts, 
those statements are clearly insufficient as a matter of law. When the 
statements are legally insufficient, as applicants' affidavits filed April 
19, 1963, are in this case, the Court holds that it is within the broad 
discretion of the Commissioner of Patents pursuant to 35 U.S.C. § 62 


to refuse to transmit such legally insufficient statements, and the ap- 
plication to which they relate, to the Administrator of NASA. 


2/ The full text of 35 U.S.C. § 6 is as follows: 
§ 6. Duties of Commissioner 


The Commissioner, under the direction of the Secretary of Com- 
merce, Shall superintend or perform all duties required by law 
respecting the granting and issuing of patents and the registration 
of trade-marks; and he shall have charge of property belonging to 
the Patent Office. He may, subject to the approval of the Secretary 
of Commerce, establish regulations, not inconsistent with law, for 
the conduct of proceedings in the Patent Office. 


The Court is further of the opinion that, where the Commissioner 
entertains doubts as to whether the "full facts" are set forth in a state- 
ment, then such statement and the application to which it relates should 
be forwarded to the Administrator. In other words, reasonable doubts 
of the Commissioner as to sufficiency should be resolved in favor of 
the applicants. If the NASA Administrator requires more information, 
he may then notify applicants to that effect. 

The Court agrees with the Patent Office that plaintiff's undue delay 
in responding to both the informal request of May 31, 1963, and the 
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formal request of September 30, 1963, deprive it of recourse to equit- 
able relief. 

It is noted from the record that plaintiff made no response whatso- 
ever within the 30-day period provided by the statute after the formal 
request. The reason advanced by plaintiff was that it had not been pos- 
sible to obtain affidavits as to the full facts executed by both the inven- 
tors in this case. However, the record shows that co-applicant Kline 
executed an affidavit which on its face would comply with 42 U.S.C. § 
2457(c) on October 7, 1963, only one week after the formal request. 

The Court holds that recourse by plaintiff to equitable relief would 
properly require plaintiff to have filed the one affidavit which was 
available within the 30-day statutory period, together with a statement 
that plaintiff was diligently pursuing co-applicant Graham for the pur- 
pose of persuading him to execute a further affidavit similar to that of 


Kline. If such a proper statement by one of the co-applicants had been 
filed, together with a suitable explanation as to why it was not possible 


to file a similar statement by the other joint applicant within the stat- 
utory period, the Court is of the opinion that the Commissioner of Pat- 
ents, again within the proper discretion provided by 35 U.S.C. 8 6, 
could have either forwarded such statement and explanation, together 
with the application, to the Administrator, or could have allowed plain- 
tiff a reasonable extension of time in order to obtain a proper state- 
ment from the other co-applicant. 

However, since plaintiff filed no response at all to the Commis- 
sioner's formal request within the 30-day statutory period, the Court 
holds that such failure to respond constitutes a forfeiture of the appli- 
cation on the part of plaintiff. In view of this determination that plain- 
tiff is not entitled to either legal or equitable relief, the Court grants 
defendant's motion for summary judgment and dismisses plaintiff's 
complaint. 
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This Opinion contains Findings of Fact and Conclusions of Law 
pursuant to Rule 52(a) of the Federal Rules of Civil Procedure. 
DATED: October 14, 1965. 


Joseph R. Jackson 
United States District Judge 


[Filed 
NOTICE OF APPEAL 


Notice is hereby given that Cadillac Gage Company, Plaintiff 
above-named, hereby appeals to the United States Court of Appeals 
for the District of Columbia Circuit from the denial of its Motion For 
Summary Judgment dismissing the Bill of Complaint herein entered 
in this action on October 15, 1965. 

Respectfully submitted, 


/s/ A. Robert Theibault 
Attorney for Plaintiff 


December 14, 1965 
December 14, 1965 


I hereby certify that a copy of the foregoing NOTICE OF APPEAL 
was mailed today to the attorney for the Defendant, Mr. Joseph Schim- 
mel, Acting Solicitor, United States Patent Office, Washington 25, D. C. 


/s/ A. Robert Theibault 
Attorney for Plaintiff 
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STATEMENT OF THE QUESTIONS PRESENTED 


1. Does the Commissioner of Patents, when functioning under the 
NASA Act being administéred by the Administrator of NASA, have pow- 
ers greater than those expressly delegated by the Act 42 USC 2457 (c) 
tohim? Are his discretionary powers restricted and must he comply 
with the mandatory ministerial acts required of him. 


2. Does 42 USC 2457 (c) charge the Commissioner of Patents to 
rule upon the sufficiency of statements prior to transmitting the state- 
ments with a copy of the application to the Administrator of NASA? 


3. If (2) above is answered in the affirmative, do the Statements 
filed by Appellant comply with the Act? 


4. If the Appellee acted improperly under either (1) or (2) above, 
should he be ordered to restore Appellant's application to pendency and 
forthwith transmit the application and statements (42 USC 2457 (c) to 
the Administrator so that the provisions of 42 USC 2457(d) may be in- 
voked? 
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Anited States Court of Appeals 


FOR THE DISTRICT OF COLUMBIA CIRCUIT 


No. 19,900 


CADILLAC GAGE COMPANY, 
Plaintiff-Appellant, 


EDWARD J. BRENNER 
Commissioner of Patents, 
Defendant-Appellee. 


APPEAL FROM THE UNITED STATES DISTRICT COURT 
FOR THE DISTRICT OF COLUMBIA 


JURISDICTIONAL STATEMENT 


The Complaint (JA 1) was filed in the United States District 
Court for the District by the Plaintiff-Appellant, CADILLAC GAGE 
COMPANY, against the Defendant-Appellee, EDWARD J. BRENNER in 
his official capacity as Commissioner of Patents of the United States 
for a judgment authorizing the Commissioner of Patents to restore 
Plaintiff-Appellant's patent application, Serial No. 797,794, filed March 
6, 1959, for a Sealing Device, to pendency and transmitting a copy of 
the application and statements filed under 42 U.S.C. 2457 (c) to the Ad- 
ministrator of the National Aeronautics & Space Agency. The jurisdic- 
tion of the United States District Court for the District of Columbia is 
set forth in the Complaint (JA 1). 


This action was brought under the provisions of the Administra- 
tive Procedures Act, 28 U.S.C. § 1331, 5 U.S.C. § 1009, 42 U.S.C. § 
2457(c) and 35 U.S.C. § 133. This Court has jurisdiction on appeal to 
review the judgment under the provisions of Title 28 U.S. Code, § 1291 
(Act of June 25, 1948, c. 646, paragraph 1, 62 Stat. 869). 


STATEMENT OF THE CASE 


On March 6, 1959 application, Serial No. 797,794, was filed. The 
application was assigned to Appellant. The application was designated 
to be allowable and prosecution on the merits was closed March 1, 1963 
(JA 13). On March 15, 1963 Appellee served notice on counsel for 
Appellant that the application appeared to have significant utility in the 
conduct of aeronautical and space activities as set forth in 42 U.S.C. 
2457(c) and called upon Appellant to file a statement under oath setting 
forth the full facts concerning the circumstances under which the in- 
vention of the application was made and stating the relationship (if any) 
of such invention to the performance of any work under any contract of 
the National Aeronautics & Space Agency (JA 14). This notice (JA 
14) was an informal notice. 


On April 25, 1963 Appellant filed statements under oath (JA 15 
and 16) which Appellant believed in good faith complied with the re- 
quirements of the Act. 


On May 31, 1963 Appellee held the statements filed by Appellant 
(JA 15 and 16) to be not acceptable (JA 17). 


On September 30, 1963 Appellee made the formal statutory request 
provided in 42 U.S.C. 2457 (c) (JA 18). 


On December 12, 1963 Appellee sent Appellant's application to the 
abandoned files (JA 19). 


On December 23, 1963 Appellant petitioned Appellee to revive the 
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application (JA 20) and transmitted a revised Affidavit of one of the . 
joint applicants for Letters Patent, which Affidavit was dated October 

7, 1963 (JA 26). The Affidavit of the other joint inventor by reason of 
his leaving the employ of Appellant was not obtainable. 


On February 24, 1963 Appellee denied Appellant's petition to revive 
(JA 28). Three other Petitions to Revive were filed and all denied. 


On June 1, 1965 Appellant filed a Complaint in the United States 
District Court for the District of Columbia to compel Appellee to re- 
store its application to pendency and to carry out the provisions of 42 
U.S.C. 2457(c). 


On July 29, 1965 Appellee filed a Motion for Summary Judgment to 
dismiss Appellant's Complaint (JA 6). 


On September 7, 1965 Appellant filed a response to Defendant -Ap- 
pellee's Motion for Summary Judgment and filed a Counter Motion for 
Summary Judgment (JA 65). 

On October 1, 1965 the United States District Judge heard argument 
on both Motions (JA 6, 65). . 


On October 15, 1965 the Honorable Joseph R. Jackson, District 
Judge, filed an Opinion (JA 75) and an Order (JA 75) from which this 
appeal was taken. 


STATUTES INVOLVED 


The following relevant statutes are involved:— 
42 United States Code 2457(c):— 


"(c) No patent may be issued to any applicant other 
than the Administrator for any invention which appears , 
to the Commissioner of Patents to have significant utility 
in the conduct of aeronautical and space activities unless 
the applicant files with the Commissioner, with the ap- 


plication or within thirty days after request therefor by 
the Commissioner, a written statement executed under 
oath setting forth the full facts concerning the circum- 
stances under which such invention was made and stating 
the relationship (if any) of such invention to the perform- 
ance of any work under any contract of the Administra- 
tion. Copies of each such statement and the application 
to which it relates shall be transmitted forthwith by the 
Commissioner to the Administrator." 


42 United States Code 2457(d):— 


"(a) Upon any application as to which any such state- 
ment has been transmitted to the Administrator, the Com- 
missioner may, if the invention is patentable, issue a pat- 
ent to the applicant unless the Administrator, within ninety 
days after receipt of such application and statement, re- 
quests that such patent be issued to him on behalf of the 
United States. If, within such time, the Administrator 
filed such a request with the Commissioner, the Commis- 
sioner shall transmit notice thereof to the applicant, and 
shall issue such patent to the Administrator unless the ap- 
plicant within thirty days after receipt of such notice re- 
quests a hearing before a Board of Patent Interferences 
on the question whether the Administrator is entitled un- 
der this section to receive such patent. The Board may 
hear and determine, in accordance with rules and pro- 
cedures established for interference cases, the question 
so presented, and its determination shall be subject to 
appeal by the applicant or by the Administrator to the 
Court of Customs and Patent Appeals in accordance with 
procedures governing appeals from decisions of the 
Board of Patent Interferences in other proceedings." 


STATEMENT OF POINTS 


1. The Commissioner of Patents-Appellee, without statutory power 
or authorization, acted ultva vires in holding Appellant's statements 
filed April 25, 1963 (JA 15 and 16) insufficient, and in forwarding Appel- 
lant's application to the abandoned filed (JA 19). 


2. The District Court erred in holding that the Commissioner of 
Patents-Appellee had the broad discretion pursuant to 35 USC 6 in act- 
ing under 42 USC 2457(c) and acted properly in refusing to transmit the 
statements and the application to the Administrator of NASA. 


3. The District Court correctly foundthat where the Commissioner 
of Patents-Appellee entertains doubts as to whether the full facts are 
set forth in a statement, then such statement andthe applicaticn to which 
it relates should be forwarded to the Administrator. In other words, 
reasonable doubts of the Commissioner as to sufficiency should be re- 
solved in favor of the applicant. If the NASA Administrator requires 
more information, he may then notify applicant to that effect. 


4. On the basis of the record, the District Court erred in dismis- 
sing the Complaint and failing to grant Appellant a Judgment directing 


the Commissioner of Patents to restore the application to pendency and 
to transmit the application and statements to the Administrator (NASA). 


SUMMARY OF ARGUMENT 


Under 42 USC 2457(c) the Commissioner of Patents-Appellee has 
only one act of discretion to perform. His discretionary acts begin and 
end with the determination of which cases have possible significant util- 
ity in the conduct of aeronautical and space activity (Section (c)). Hav- 
ing made that discretionary determination, the Commissioner's further 
acts are purely ministerial and mandatory under this Act. They are:— 


(a) he must. call for the statements provided for in 42 USC 2457(c), 


and 
(b) he must forthwith transmit copies of such statements and a copy 
of the application to the Administrator. 


Where two Agencies are adminstering an Act of Congress (the Na- 
tional Aeronautics and Space Act), one must have general jurisdiction 
which involves broad discretionary powers and the other should have 
restricted and only expressly delegated powers. Since 42 USC 2457 (c) 
is NASA's Act the Space Administrator should have the broad powers 
and the Commissioner of Patents' powers should be only those expres- 
sly spelled out in the language of the Act. 


ARGUMENT 


The Commissioner of Patents-Appellee, in acting under 42 USC 
2457(c), is not acting under his own Statute (Title 35) which would en- 
able him to use the broad discretionary powers provided for him in 35 
USC § 6, in dealing with matters coming under his own jurisdiction. 
The NASA Act specifically restricts the Commissioner's discretionary 
acts to determining from among all of the cases before the Commis- 
sioner of Patents those cases "which appears to the Commissioner of 
Patents to have significant utility in the conduct of aeronautical and 
space activities * * *." 


The remaining action thereafter to be undertaken by the Commis- 
sioner of Patents is not discretionary but ministerial. He must call for 
the statements executed under oath setting forth the full facts concern- 
ing the circumstances under which such invention was made, and then 
he must forthwith transmit to the Administrator copies of each such 
statement and application to which it relates. 


The statutory language to be considered reads:— 


"*+** Copies of each such statement and the application to 
which it relates shall be transmitted forthwith by the 
Commissioner to the Administrator." (Emphasis ours) 


The words "each such statement'' must mean the statement filed by 
the Applicants pursuant to the request therefor by the Commissioner. 
It does not mean the product of such papers as the Commissioner of 
Patents chooses to accept after correspondence with the Applicant. 


The further requirement "transmitted forthwith" means right now, 
immediately, not to wait for further exchanges of correspondence. It 
appears to counsel for Appellant that the Space Administrator alone 
knows what constitutes full facts or what he wants to require as full 
facts. The Space Administrator alone has the broad power in admin- 
istering the Act to make rules and establish procedures thereunder 
which would comply with the Act Congress has charged him with the 
administration of. 


The Space Administrator, by the act of the Commissioner of Pat- 
ents in holding Applicants' statements insufficient and the application 
abandoned, has been deprived of the patent even if in his broad dis- 
cretionary powers he should decide that the patent should issue to the 
United States. No patent may issue to anyone on an abandoned applica- 
tion. Congress clearly intended that the Space Administrator have this 
power 42 USC 2457(d) (supra 4) and solely have this right of deter- 
mination. 


The Commissioner of Patents clearly acted ultra vires in holding 
Appellant's statements insufficient and the application abandoned, even 
to the point of interfering with the Space Administrator's proper ad- 
ministration of the Act delegated to him by Congress. 


LEGAL ARGUMENT 


The Commissioner of Patents in attempting to invoke his discre- 
tionary power under 35 USC § 6 in carrying out the specific acts re- 
quired of him under the NASA Act, 42 USC 2457(c), cannot ignore the 
requirement that such statements be transmitted forthwith to the Space 
Administrator. In this connection see Peters v. Hobby, 349 U.S. 345, at 
347, where the Supreme Court stated:— 

'* * * Agencies, whether created by statute or Executive 
Order, must of course be free to give reasonable scope 


to the terms conferring their authority. But they are not 
free to ignore plain limitations on that authority." 


The Commissioner of Patents in administering an Act under which 


he does not have broad discretionary powers must act specifically with- 
in the delegated legislative power of the Act. In this connection see So- 
cial Security Board v. Nierotko, 327 U.S. 358, at 369, wherein the Su- 


preme Court of the United States stated:— 


"kk* Administrative determinations must have a basis 
in law and must be within the granted authority. Ad- 
ministration when it interprets a statute so as to make 
it apply to particular circumstances acts as a delegate 
to the legislative power. 

* * * 


"An agency may not finally decide the limits of its stat- 
utory power. That is a judicial function." 


That this Court has the power to set aside the action of the Com- 
missioner of Patents in holding Appellant's statements, filed under the 
Space Act, insufficient and its application abandoned is clear from the 
United States Supreme Court case of Stark v. Wickard, 321 U.S. 309, at 
311, wherein the Supreme Court stated:— 


'** But under Article 3, Congress established courts 
to adjudicate cases and controversies as to claims of 


infringement of individual rights whether by unlawful 
action of private persons or by the exertion of unau- 
thorized administrative power." 


This Honorable Court in the case of Heitmeyer v. Federal Commu- 
nications Commission, 95 F.2d 91, at 100, held:— 


'{13] Proper administration of the law by govern- 
mental agencies such as the Communications Commis- 
sion requires careful observance of the procedures es- 
tablished by Congress. For the protection of the people’ 
generally, to say nothing of the agencies themselves, 
convenience of administration cannot be permitted to 
justify noncompliance with the law, or the substitution 
of fiat for adjudication. Interstate Commerce Commis- 
sion v. Northern Pacific Ry., supra; American Sumatra 
Tobacco Co. v. Securities and Exchange Commission, 68 
App. D.C. 77, 93 F.2d 236, decided September 30, 1937." 
(89 ADC 307) 


The Commissioner of Patents may not finally decide the limits of 
his statutory power which he has done in holding the statements insuf- 
ficient and the application abandoned, and actually depriving the Space 
Administrator of the right to determine whether or notthe United States 
should have the patent issued in its name. This Honorable Court in the 
case of Brannan v. Stark, 185 F.2d 871, held at 875:— 


"#4 His determination that the requirement of pay- 
ment for such services is within his authority under 
the Act is an application of the Act (as he understood 
it) to accepted facts. In short, it is an administrative 
construction of the Act. While such constructions are 
entitled to great weight (Social Security Board v. Nier- 
otko, 327 U.S. 358, 368, 66 S. Ct. 637, 90 L. Ed. 718), 
yet 'An agency may not finally decide the limits of its 
statutory power. That is a judicial function’ (Id., 327 
U.S. at page 369, 66 S. Ct. at page 643, 90 L. Ed. 718). 
Also, Stark v. Wickard, 321 U.S. 288, 310, 64S. Ct. 
559, 88 L. Ed. 733, (this case on prior hearing in the 
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Supreme Court). This contention is ruled against ap- 
pellant."" (97 ADC 196, affirmed 342 U.S. 451) 


Appellant further relies on the doctrine announced in Celebrezze 
v. Kilborn, 322 F.2d 166, at 168 (USCA 5, 1963), in which the Circuit 
Court held:— 
"Efforts of an administrator or administrative 


agency to enlarge or restrict application of statute 
should be subjected to close scrutiny.” 


The Commissioner of Patents gave himself as fact finder an incor- 
rect instruction as to the law governing the decision he had to make 
under the Space Act. A case well in point is the case of Williams v. 
Ribicoff, 323 F.2d 231 (CA5, 1963), at 232, the Court had this to say:— 

(2, 3] When an administrative officer is sitting 
in a dual role as judge of the law and trier of the facts, 
and when he, as judge, gives himself, as fact-finder, an 
incorrect instruction as to the law governing the deci- 
sion he must make, error is committed just as there 
is error if a judge incorrectly charges a jury. We must 
assume that the examiner applied the standard as he 
stated it; and if he did, he erred, and on a question of 
law. The decision, therefore, cannot stand.” 


Anything the Commissioner of Patents would hold with regard to 
the showing in a statement filed under the NASA Act by an applicant is 
purely advisory as between himself and the applicant and is not binding 
upon the applicant. Whether the applicant accepts the Commissioner's 
suggestion for a further showing or not, the Commissioner by Statute 
is bound to forthwith transmit the statements and a copy of the applica- 
tion to the Administrator as provided in the last sentence of 42 USC 
2457(c). The District Court in its opinion has even held that "reason- 
able doubts of the Commissioner as to sufficiency should be resolved 
in favor of the applicants. If the NASA Administrator requires more 
information, he may then notify applicants to that effect." 
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The act of Appellee in exceeding his statutory authority and ruling 
upon sufficiency of the statements filed by Appellant adversely to the ~ 
interest of Appellant and holding Appellant's application abandoned has 
resulted in the forfeiture of a valuable property right to Appellant and 
possibly even to the Space Administrator if he knew of it; which can 
only be restored by the equity power of this Court. 


The statements filed by Appellant herein (JA 15 and 16) state the 
fact:— 
'*** that at the time I conceived and reduced to practice 
the invention which is the subject matter of said applica- 


tion, I was not performing any work under any contract 
of the National Aeronautics and Space Agency." 


This is the fact, the full fact and the conclusion. 


The spirit of the NASA Act is to protect the public from individ- 
uals repating the rewards and benefits of inventions made pursuant to 
an expenditure of the public funds and to also obtain the use of inven- 
tions which may have significant utility inaeronautics and space through 
proper compensation awards. 


It is the primary and cardinal obligation of the Space Administra- 
tor to see that the public benefits to the fullest from its funds expended 
under contracts of the NASA Agency. Once it has been established that 
the work has not been done under a NASA contract or NASA funds ex- 
pended, and NASA did not need the invention in the conduct of its busi- 


ness, it was not the intent of Congress that the Space Administrator 
should have any further interest in private inventions. While it is im- 
portant to protect the rights of the public at large, it is equally as im- 
portant to protect the rights of individuals. 
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CONCLUSION 


It is, therefore, submitted that Appellant has filed statements re- 
quired by 42 U.S.C. 2457(c) and that the Commissioner of Patents has 
exceeded his statutory authority and has acted arbitrarily and capri- 
ciously in holding these statements insufficient and Appellant's applica- 
tion abandoned, and this Honorable Court is therefore requested to is- 
sue a mandate directing the Commissioner of Patents to restore the 
application to pendency and to transmit the statements and a copy of 
the application to the Administrator and if the Administrator within 
ninety (90) days of such date of transmittal does not notify the Com- 
missioner of Patents that the patent is to be issued to him in the name 
of the United States, then the Commissioner of Patents should be di- 
rected, pursuant to 42 U.S.C. 2457(d), to issue a formal Notice of Al- 
lowance of the application to Appellant so that the statutory final fee 
may be paid and a patent issued to Appellant. 


Respectfully submitted, 


A. Robert Theibault 

Wilkinson, Mawhinney & Theibault 
Attorneys for Appellant 

555 Munsey Building 

Washington, D. C. 20004 


Of Counsel: 


James H. Bower, Esq. 
1200 Oakman Boulevard 
Detroit 32, Michigan 
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GAnited States Court of Appeals 


FOR THE DISTRICT OF COLUMBIA CIRCUIT 


Appeal No. 19,900 


CADILLAC GAGE COMPANY, 
Plaintiff-A ppellant, 


EDWARD J. BRENNER, 
COMMISSIONER OF PATENTS, 
Defendant-Appellee. 


ON APPEAL FROM THE UNITED STATES DISTRICT COURT 
FOR THE DISTRICT OF COLUMBIA 


APPELLANT'S REPLY BRIEF 


In reply to the Brief for Appellee, issue is first taken in the sec- 
tion of the Brief entitled "Summary of Argument.'' Appellee states "if 
the Commissioner were to perform no duties with respect to the sub- 
mitted statements, the law would not have called for the statements to 
be submitted to him.'' This is an incorrect inference to be drawn from 
the law and the facts. The facts are these. The Commissioner of Pat- 
ents alone has all pending U. S. Patent Applications before him (the 
Space Administrator does not) and the statute 43 USC 2457(c) expressly 
charges the Commissioner with calling the attention of the Space Ad- 


ministrator to inventions "which appear to the Commissioner to have 
significant utility in the conduct of aeronautics and space activities." 
The Commissioner of Patents (1) has access to all pending applica- 
tions and (2) is charged by law to call to the attention of the Adminis- 
trator a particular class of those cases and the Commissioner of Pat- 
ents has already opened the channels of correspondence between the 
Applicants and himself (facts not present in the office of the Space Ad- 
ministrator) and of course it is fitting and proper that the Commis- 
sioner in the first instance call for such statements because so far he 
is the only one who is aware of either the subject matter or the inven- 


tors of any inventions coming under 42 USC 2457(c). 


Appellant is without knowledge of any practice or any activity en- 
gaged in by either the Administrator orthe Commissioner in regard to 
applications in which no adequate statements have been filed under the 
rules of the Patent Office or kept secret and in confidence and not ac- 
ceptable to Appellee. 


The question of any position taken before the Patent Office with 
respect to the Commissioner authorized to rule on the legal sufficiency 
of statements will be discussed hereinafter. 


It is contended that the refusal of the Commissioner of Patents to 
accept and forthwith transmit the statements in question herein was an 
arbitrary and capricious act and constituted statutory failure to com- 
ply with the express language of the act. 


With respect to the portion of Appellee's Brief entitled "Argu- 
ments", Appellant takes issue with the statements that Section 6 of 
Title 35 confers upon the Commissioner the discretion to rule upon the 
sufficiency of statements filed pursuant to Section 2457(c) of the NASA 
Act. The question of whether or not the Applicant is entitled to a pat- 
ent and whether or not a patent willissuetothe Applicant clearly comes 
under Title 35 USC. In the instant application the Commissioner (Ap- 


pellee) had used all of his discretionary powers with respect to whether 
or not a patent would issue in view of the letter written by the Com- 


missioner of Patents (Appellee) after having examined the application 
and having found the application to be allowable and closing the pros- 
ecution on the merits as was done in the Official Letter of March 1, 
1963 (JA 13). The remaining act imposed upon the Commissioner (Ap- 
pellee) to cause a patent to be issued was the ministerial act of issu- 
ing a Notice of Allowance and accepting tender of the Final Fee. Con- 
gress bythe enactment of the Space Act and the particular Section 2457 
(c) involved herein has imposed an additional duty upon the Commis- 
sioner of Patents (Appellee) which involves discretion only as to that 
class of case which appears to have significant utility in aeronautics 
and space andthe NASA Act further requires the Commissioner (Ap- 
pellee) to call for statements setting forth the full facts concerning the 
circumstances under which such invention was made and stating the re- 
lationship, if any, of such invention to the performance of any work un- 
der a contract of the Administrator (NASA). The Act further requires 
that the Commissioner (Appellee) forthwith transmit such statements 
and a copy of the application to the Administrator. The statement by 
Appellee to the effect that 'It is the Commissioner, then, who neces- 
sarily would apply the sanction of Section 2457(c) that 'No patent may 
be issued to the applicant if no proper statements are filed" is in er- 
ror since the Act does not refer at all to "proper" or "improper" state- 
ments. The further statement by Appellee that 'If the law imposes a 
condition precedent to the granting of a patent, the Commissioner is 
charged implicitly by 35 USC, Section 6, with the duty to determine 
whether the condition has legally been fulfilled.'' This is manifestly in 
error since the Commissioner (Appellee) is to perform only such acts 
as are specifically delegated and charged to him. There is no stand- 
ard in the NASA Act as to what constitutes legal sufficiency of a state- 
ment and if there were such a standard, should it not be the Adminis- 
trator of NASA who makes such a determination? 


In quoting the legislative history of 2457(c) set forth in Appellee's 
Brief (Page 11) the following is extracted from his quotation: "Any per- 
son could file with the Commissioner of Patents an application for pat- 
ent supported by a statement of the facts concerning the relationship of 
the invention described therein to work performed under Administra - 
tion contracts." It is respectfully submitted to this Honorable Court 
that just such an exact statement was in point of fact filed by the appli- 
cants (Appellants) herein within the time prescribed (JA 15 - JA 16). 
However, the Commissioner (Appellee) has gone exactly contrary of 
the remainder of the quoted portion of the Conference Report (HR 2166) 
since the conference report says "If such invention were determined by 
the Commissioner to be patentable, a patent would be issued to the Ap- 
pellant in due course.'’ This Appellee has failed to do. 


With regard to the contention (Page 12 of Appellee's Brief) to the 
effect that 'If the Commissioner was to perform no duty as to the state- 
ments other than to forward them, regardless of content, to the Admin- 
istrator, what was the need of involving the Commissioner at all?" The 
answer is obviously simple and has been pointed out hereinabove. The 
Commissioner (Appellee) alone knew which applications required state- 
ments and knew the applicants and/or their attorneys to whom such re- 
quests for such statements were to be addressed. The Administrator 
at this point was not informed as to either subject matter or applicant 
and most certainly could not call for statements directed to an unknown 
applicant at an unknown address. The law could not have imposed upon 
the Administrator the duty of calling for statements without first re- 
quiring that pertinent patent applications be forwarded to the Adminis- 
trator by the Commissioner of Patents (Appellee). The law calls for 
the Commissioner of Patents (Appellee) to require the statements and 
to forthwith transmit such statements as were supplied him together 
with a copy of the application to the Administrator. One may not take 
the clear language of the conference report referred to hereinabove as 


concluding that the Commissioner (Appellee) was to determine prima 
Jacie whether or not the statements filed met the requirements of law 
before forwarding them. The prima facie requirement of the statement 
would be sufficient in view of the statute and the conference report HR 
2166 which has been to the letter complied with by Appellants in the 
Affidavits appearing as JA 15 and JA 16. 


With regard to the example given by Appellee calling for the ex- 
ercise of discretion involving Section 181 of Title 35, it is important 
to note that this application being the subject matter of this Appeal was 
never under a secrecy order. The Appellee's contention that the lan- 
guage of Section 2457(c) "make it clear that a patent may nevertheless 
issue to the Administrator without acceptable statements or even if 
there were none at all’ (Appellee's Brief Pages 15, 16) appears on its 


face contrary to the statute since 2457(c) says "no patent may be is- 
sued to any applicant other than the Administrator . . . unless the ap- 
plicant files with the Commissioner a written statement executed under 
Oath..." Section 2457(d) sets forth the provisions for issuing a pat- 
ent to the Administrator but this provision is only available to the Ad- 
ministrator under the following conditions "Upon any application as to 
which any such statement has been transmitted to the Administrator, 
the Commissioner may, if the invention is patentable, issue a patent to 
the applicant unless the Administrator, within ninety days after receipt 
of such application and statement, requests that such patent be issued 
to him on behalf of the United States."' There is clearly in this lan- 
guage no intention that a patent may nevertheless issue to the Admin- 
istrator without acceptable statements or even if there are none at all. 


ABANDONED APPLICATION 


Appellee appears to be dealing with niceties in words when stating 
in his Brief, that for failure to file proper statements, applicants' ap- 
plication is not abandoned but "Rather, proceedings have been termi- 


nated in the application." (Page 16) Appellee in an Official Letter dated 
December 12, 1963 (JA 19) has_stated "Accordingly, under the statute, 
no patent can issue to applicants on the invention described and claimed 
in this case. The application in due course will be senttothe abandoned 
files." Appellant isat a lossto understand how much more finalan aban- 
donment can be than to place its application in the repository of aban- 
doned files. It seems strange to Appellant that Appellee would place a 
pending application in the abandoned files, thereafter denying repeated 
Petitions by Appellants to restore the application to a state of pendency 
and now apparently argue that the application is not abandoned. Appel- 
lant is at a loss to determine how to prosecute the application further if 
it is still pending and queries the statutory right to have the application 
abandoned as to Appellant but pending as to the Space Administrator. 
The fact is clear that Appellee has by ultra vires act held Appellants’ 
application to be abandoned which amounted to a forfeiture of a valuable 
property right to Appellant when Appellant in good faith complied with 
the requirements of 2457(c). 


APPELLANT'S ALLEGED ADMISSIONS OF RECORD 
CANNOT CONFER ON THE COMMISSIONER STATU- 
TORY AUTHORITY WITHHELD BY THE STATUTE 


Appellant neither by acquiescence, agreement, nor consent can con- 
fer jurisdiction upon Appellee which Congress has not expressly charged 
him to have. "Jurisdiction always emanates directly and immediately 
from the law; it is a power which nobody on whom the law had not con- 
ferred it can exercise."! 


This court cannot lightly infer that Congress does not intend judi- 
cial protection of rights it confers against agency action taken in excess 
of delegated powers."? 


150 Corpus Juris Secundum 1090. 
* reedom v. Kyne, 79 Supreme Court 180 at 192. 


"Nor can this lack of jurisdiction be waived, United States v. Mayer, 
235 U.S. 55, 355 S. Ct. 16, 59 L. Ed. 129; nor will consent or silence 
supply it, Chicago B & QR Co. v. Willard, 220 U.S . 413, 31 S. Ct. 460, 
55 L. Bd, 521,""° 


"Jurisdiction cannot be given to a court by consent, acquiescence 
or inadvertence. It can acquire jurisdiction only by authority of law. It 
is immaterial, therefore, what the situation may be 'as a practical mat- 
ter.'"4 


The foregoing application of jurisdiction, while announced as being 
applicable to the courts has been held to likewise be applicable to Ad- 
ministrative agencies by the Municipal Court of Appeals for the District 
of Columbia, in the case of Hearn v. Cross, 80 A 2d 285 at 287 wherein 
Judge Cayton stated: 

"Jursidction is of course essential to any valid deter- 
mination by Administrative agencies and without it 
their acts and determinations are void. Such juris- 
diction is in every instance dependent entirely upon 
statute. Just as jurisdiction cannot be conferred on 
a court by acquiescence, agreement, or consent, so 
it cannot be conferred on an administrative tribunal." 

The submitted statements clearly meet the broad basic require- 
ments of Section 2457(c). As set forth in 2457(c) the Commissioner 
(Appellee) is to require of the applicant "a written statement executed 
under Oath setting forth the full facts concerning the circumstances un- 
der which such invention was made and stating the relationship (if any) 
of such invention to the performance of any work under any contract of 
the Administration. Looking now at the statements filed by Appellant 


3 United States ex rel Tungsten Reef Mines Co. v. Ickes (CA DC), 84 F.2d 257 
at 260. 


4 Woodmen of the World Life Insurance Association v. Federal Communica- 
tions Commission (CA DC), 99 F.2d 122 at 123. 


and quoting from each statement (JA 15 and JA 16) "that at the time I 
conceived and reduced to practice the invention which is the subject 
matter of said application, I was not performing any work under any 
contract of National Aeronautics and Space Agency."" Now looking at 
what Appellee was further requiring Appellant to state, namely, "whether 
the invention was made on the inventors' or employer's time, using the 
inventors’ or their employer's funds, facilities and material." Whether 
or not the inventors made the invention on the employer's time, funds, 
facilities or material, it is clearly immaterial since the important fact 
as set forth in 2457(a) as well as 2457(c) is whether or not the inventor 
made the invention under a NASA contract. It is believed to be a more 
than reasonable, safe presumption, that, if the inventors had made this 
invention on their own time and with their own facilities, material and 
money that they would not have assigned the invention to the corporate 
Appellant herein; that they would have retained the invention unto them- 
selves, so therefore, merely re-filing their statement in JA 15 and JA 
16 as suggested by Appellee in JA 17 would be a redundancy. Once the 
inventor has sworn under Oath that the invention was not reducedto prac- 
tice under a NASA contract it is really immaterial as to whose funds, 
materials and facilities were employed. Appellee makes a point that 
the inventor may not know whether he was performing work under an 
Administration contract or not. More certainly the Commissioner of 
Patents (Appellee) would not know this answer but this is a fact readily 
ascertainable to the Administrator of NASA. Section 2457(e) provides 
for the Administrator to take the patent away from the applicant if a 
false statement of any material fact has been made. The Administra- 


tor has five (5) years to determine whether or not the invention made 


was actually made on an Administration contract. There appears to be 
substantial quibbling over small words not demandednor even fairly sug- 
gested in 2457(c). But it is important to note that the inventors would 
not have assigned the invention to Appellant unless the invention had 
been reduced to practice on the employer's time, with their funds, fa- 


cilities and material and therefore, for the lack of specifically reciting 
these words not expressly set forth in the statute, Appellant is being 
unjustly deprived of a valuable property right by holding its application 
abandoned. 


Appellee in his Brief in quoting HR Report 2166 as a guide to the 
interpretation of sub-sections (c) and (d) of 42 USC 2457, has lost sight 
of the sentence reading: "any person could file with the Commissioner 
of Patents an application for patent supported by a statement of the facts 
concerning the relationship of the invention described therein, to work 
performed under Administration contracts." This conference report 
clearly and especially negatives any requirement that applicant state 
that the invention was made onthe employer's time, using the employer's 
funds, facilities and material. Appellant stands prepared to file such a 
statement should this Court feel the same to be necessary but in so of- 
fering to do, it does not admit that Appellee has the power legally to 
rule upon what constitutes a sufficient statement in view of the broad 
language of the statute and HR Report 2166. Such additional statement 
is not believed necessary in view of the fact that the presumption that 
the work had been done on the employer's time, money and facilities is 
more than reasonable in view of the assignment of the invention to the 
corporate Appellant. | 


CONCLUSION 


In view of the foregoing, it is prayed that this Honorable Court hold 
that the Commissioner of Patents, Appellee, exceeded his statutory au- 
thority in holding Appellant's statements filed under 2457(c) insufficent, 
and that the statements filed by Appellant (JA 15 and JA 16) constituted 
a compliance with the statute, and that a mandate issue from this Court 


directing Appellee to restore Appellants’ application to pendency and to 
direct the Commissioner of Patents (Appellee) to forthwith transmit the 
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thus filed statements and a copy of the application to the Administrator 
of NASA, and that should the Administrator of NASA not request the 
patent to issue to him on behalf of the United States, that a formal No- 
tice of Allowance be issued to Appellant in accordance with the provi- 
sions of 2457(d). 


Respectfully submitted, 


A. Robert Theibault 

Wilkinson, Mawhinney & Theibault 
Attorneys for Appellant 

555 Munsey Building 

Washington, D. C. 20004 


Of Counsel: 


James H. Bower, Esq. 
1200 Oakman Boulevard 
Detroit 32, Michigan 
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Appeal No. 19,900 


STATEMENT OF QUESTIONS PRESENTED 


Appellee disagrees with the Statement of Ques- 
tions Presented in Appellant’s Brief. The questions 
presented are believed to be: 


1. Whether the District Court was in error in 
holding that the Commissioner of Patents has the 
authority to determine the legal sufficiency of 
statements filed under 42 U.S.C. 2457(c) and to 
refuse to transmit legally insufficient statements 
to the Administrator of the National Aeronautics 
and Space Administration ; 

2. Whether the Commissioner, having the 
requisite authority, acted arbitrarily or capri- 
ciously in holding that the statements submitted 
in appellant’s application were legally insuffi- 
cient; and 

3. Whether the District Court erred in holding 
that the Commissioner has the authority to ex- 
tend the time for filing a statement under Sec- 
tion 2457(c) after a formal request for the state- 
ment has been made. 


poe 


INDEX 


Statement of questions presented 
Counterstatement of the case 
Statutes involved 

Summary of argument 


The District Court properly ruled that the Com- 
missioner of Patents has the authority to refuse 
to transmit to the NASA Administrator state- 
ments which are legally insufficient under Sec- 
tion 2457 (c) 


Appellant admitted to the Patent Office, contrary 
to its present contention, that the Commissioner 
has the authority to rule on the sufficiency of the 
statements under Section 2457 (c) 


The submitted statements clearly failed to meet the 


broad basic requirements of Section 2457 (c) 


The District Court is believed to have erred in 
stating that the Commissioner could grant a 
request for an extension of time for the filing of 
a proper statement under Section 2457 (c) 


Conclusion 
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Uniteh States Court of Appeals 


For THE DISTRICT OF COLUMBIA CIRCUIT 
Appeal No. 19,900 


CADILLAC GAGE COMPANY, APPELLANT 
Vv. 


EDWARD J. BRENNER, COMMISSIONER OF PATENTS, 
APPELLEE 


Appeal from the Judgment of the United States District 
Court for the District of Columbia 


BRIEF FOR APPELLEE 


COUNTERSTATEMENT OF THE CASE 


The first paragraph of appellant’s statement of the 
case appears to be accurate. As for the second para- 
graph, the statements (JA-15 and 16) by the 
patent applicants, Roger E. Kline and James J. Gra- 
ham, were filed in the Patent Office on April 19, 
1963, not April 25, 1963. The third and fourth para- 
graphs appear accurate. The fifth paragraph should 


(1) 
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state, however, that the notice referred to therein 
was occasioned by the fact that no statements were 
filed by the appellant in response to the informal no- 
tice of May 31, 1963, as to the need for new or sup- 
plementary statements, and that no statements were 
filed in response to the formal request of September 
30, 1963, within the 30 day period provided by 42 
U.S.C. 2457(c).* The remainder of appellant’s State- 
ment Of The Case appears to be accurate. 

The material facts are set out in somewhat great- 
er detail with references to the pertinent documents 
in the Statement Of Material Facts (JA-10) sub- 
mitted with the Motion For Summary Judgment By 
Defendant. 


STATUTES INVOLVED 


This proceeding involves consideration of the fol- 
lowing statutes: 


Act of July 29, 1958, 72 Stat. 435, 
U.S.C., Title 42, § 2457 (a) 


“Exclusive property of United States; issu- 
ance of patent. Whenever any invention is made 
in the performance of any work under any con- 
tract of the Administration, and the Adminis- 
trator determines that— 


(1) the person who made the invention 
was employed or assigned to perform re- 
search, development, or exploration work 
and the invention is related to the work he 
was employed or assigned to perform, or 


* Hereinafter referred to as Section 2457 (c). 
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that it was within the scope of his employ- 
ment duties, whether or not it was made 
during working hours, or with a contribu- 
tion by the Government of the use of Gov- 
ernment facilities, equipment, materials, 
allocated funds, information proprietary to 
the Government, or services of Government 
employees during working hours; or 

(2) the person who made the invention 
was not employed or assigned to perform re- 
search, development, or exploration work, 
but the invention is nevertheless related to 
the contract, or to the work or duties he was 
employed or assigned to perform, and was 
made during working hours, or with a con- 
tribution from the Government of the sort 
referred to in clause (1), 


such invention shall be the exclusive property of 


the United States, and if such invention is pat- 
tentable a patent therefor shall be issued to the 
United States upon application made by the Ad- 
ministrator, unless the Administrator waives all 
or any part of the rights of the United States to 
such invention in conformity with the provisions 
of subsection (f) of this section.” 


Act of July 29, 1958, 72 Stat. 435, 
U.S.C., Title 42, § 2457(c) 


“Patent application. No patent may be issued 
to any applicant other than the Administrator 
for any invention which appears to the Commis- 
sioner of Patents to have significant utility in 
the conduct of aeronautical and space activities 
unless the applicant files with the Commissioner, 
with the application or within thirty days after 
request therefor by the Commissioner, a written 
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statement executed under oath setting forth the 
full facts concerning the circumstances under 
which such invention was made and stating the 
relationship (if any) of such invention to the 
performance of any work under any contract of 
the Administration. Copies of each such state- 
ment and the application to which it relates shall 
be transmitted forthwith by the Commissioner to 
the Administrator.” 
Act of July 19, 1952, Ch. 950, 66 Stat. 793, 
US.C., Title 35 § 6 

“The Commissioner, under the direction of the 
Secretary of Commerce, shall superintend or per- 
form all duties required by law respecting the 
granting and issuing of patents and the registra- 
tion of trade-marks; and he shall have charge of 
property belonging to the Patent Office. He may, 
subject to the approval of the Secretary of Com- 
merce, establish regulations, not inconsistent with 
law, for the conduct of proceedings in the Patent 
Office.” 


SUMMARY OF ARGUMENT 


To say that the Commissioner does not have the 
authority to rule on the sufficiency in law of state- 
ments under 42 U.S.C. 2457(c) is to ignore the plain 
intent of the language of that section. The sanction 
imposed for the failure to file a proper statement is 
the refusal of a patent, and the Commissioner only 
is empowered by law (35 U.S.C. 6) to grant and to 
refuse patents. If the Commissioner were to perform 
no duties with respect to the submitted statements, 
the law presumably would not have called for sub- 
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mitting the statements to him. Appellant’s argument 
that the action of the Commissioner holding the state- 
ments inadequate prevents the Administrator from 
requesting that the patent issue to him is based on 
a factual error. The Commissioner regularly notifies 
the Administrator of applications in which no ade- 
quate statements have been filed so that the Admin- 
istrator may decide if any patent should issue to him. 
Contrary to its present assertions, appellant took the 
position in the Patent Office that the Commissioner 
did have the authority to rule on the legal sufficiency 
of statements under Section 2457(c). 

The statements submitted by the patent applicants 
in this case were legally deficient in that they omitted 
recitation of the full facts concerning the making of 
the invention. The refusal to accept those statements 


was a proper exercise of discretion by the Commis- 
sioner. 

The District Court erred in stating that the Com- 
missioner could, under the authority of Section 2457 
(c) and 35 U.S.C. 6, grant an extension of the statu- 
tory period of thirty days for submitting statements 
under Section 2457 (c). 


ARGUMENT 


The District Court Properly Ruled That the Commis- 
sioner of Patents Has the Authority To Refuse To 
Transmit To the NASA Administrator Statements 
Which Are Legally Insufficient Under Section 2457(c). 
Section 2457(c) provides that “No patent may be 
issued” to an applicant for patent on an invention 
deemed to have utility in aeronautical and space ac- 
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tivities unless he files “with the Commissioner,” with- 
in thirty days after the Commissioner of Patents* re- 
quests it, a sworn statement (1) setting forth “the 
full facts concerning the circumstances under which 
such invention was made” and (2) “stating the re- 
lationship (if any) of such invention to the per- 
formance of any work under any contract of the 
Administration.” It is further provided that copies 
of each such statement and the affected application 
“shall be transmitted forthwith by the Commissioner 
to the Administrator.” 

In this case, the appellee, having determined that 
the involved patent application related to an invention 
which was useful in aeronautical or space activities, 
called for the submission of statements by the appli- 
cants (JA-14). The submitted statements asserted 
only that the applicants, at the time they conceived 
and reduced to practice the invention, were not “per- 
forming any work under any contract of the National 
Aeronautics and Space Agency.” The statements were 
held (JA-17) not to conform to Section 2457 (c) 
(corresponding to Section 305(c) of the National 
Aeronautics and Space Act of 1958, referred to in the 
Patent Office letter), because they did not set forth 
“the full facts concerning the circumstances under 
which the invention was made.” 

Appellant’s initial and principal contention is that, 
however deficient the statements were, the Commis- 
sioner of Patents was lacking in authority to rule on 
the matter. His function as to the statements, appel- 


* Hereinafter referred to as “Commissioner.” 
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lant says, is “not discretionary but ministerial.” Once 
the statements are submitted to him, appellant con- 
tends, he is “by Statute * * * bound to forthwith 
transmit the statements and a copy of the application 
to the Administrator.” 

The District Court properly rejected that view, it 
is submitted, as being at variance with the obvious 
intent of the applicable statutes. The penalty imposed 
by Section 2457(c) for failure to file a statement con- 
forming to the requirements is that “No patent may 
be issued to [the] applicant * * *.” It is the Commis- 
sioner and no one else has the authority and duty of 
issuing and refusing to issue patents. Section 6 of 
Title 35, United States Code, 66 Stat. 793, states that 
“The Commissioner, under the direction of the Secre- 
tary of Commerce, shall superintend or perform all 
duties required by law respecting the granting and 
issuing of patents * * *.” It is the Commissioner, 
then, who necessarily would apply the sanction of Sec- 
tion 2457(c) that “No patent may be issued to [the] 
applicant” if no proper statements are filed. If the 
law imposes a condition precedent to the granting of 
a patent, the Commissioner is charged implicitly by 
35 U.S.C. § 6 with the duty to determine whether the 
condition has legally been fulfilled. In the case of 
Section 2457(c) the granting of a patent is made con- 
ditional on the filing of a statement which must con- 
tain certain kinds of subject matter (1) “the full 
facts concerning the circumstances under which such 
invention was made” and (2) a statement as to “the 
relationship (if any) of such invention to the per- 
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formance of any work under any contract of the Ad- 
ministration.” If both of those kinds of subject mat- 
ter are included in a submitted statement it is the 
duty of the Commissioner to forward the statement 
and the application forthwith to the Administrator of 
the National Aeronautics and Space Administration.* 
If one of those kinds of subject matter is omitted or 
if no statement at all is filed within the statutory 30 
day period, it is the duty of the Commissioner to hold 
that no patent may be granted to the applicant. 
The legislative history of Section 2457(c) is sug- 
gestive of no other interpretation. The present word- 
ing of the section came into the bill (H.R. 12575) 
which was enacted as the National Aeronautics and 
Space Act of 1958 (Public Law 85-568, 72 Stat. 426), 
by way of conference. The Conference Report (H.R. 
Report No. 2166) includes, as the only comment on 
the language in question, the following paragraph: 


“Subsections (c) and (d) provide a means for 
the determination, by independent authority sub- 
ject to judicial review, of any controversy with 
respect to the validity of the Administrator’s 
claim of title to any invention. Any person could 
file with the Commissioner of Patents an appli- 
cation for patent supported by a statement of the 

facts concerning the relationship of the invention 
described therein to work performed under Ad- 
ministration contracts. If such invention were 
determined by the Commissioner to be patentable, 
a patent would be issued to the applicant in due 
course unless the Administrator, within 90 days 


* Hereinafter referred to as the “Administrator.” 
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after receipt of the supporting statement, made 
request for the issuance of such patent to him. 
If such request were to be made by the Admin- 
istrator, the applicant would be entitled to re- 
ceive a hearing before a Board of Patent Inter- 
ferences in the Patent Office on the question of 
the entitlement of the Administrator to take title 
to such patent, and the determination made by 
such Board would be subject to review by the 
Court of Customs and Patent Appeals in accord- 
ance with usual procedures for review of deter- 
minations made by such Board in other proceed- 
ings.” 
The report thus makes it clear that a “statement of 
the facts” was contemplated, not a mere conclusion 
that the work was not done under an Administration 
contract. 

The principal thrust of appellant’s argument is that 
the Commissioner’s duty as the statements under Sec- 
tion 2457(c) is merely “ministerial” (see Appellant’s 
Summary of Argument), and that he exceeded his au- 
thority in considering the statements submitted by 
Roger E. Kline and James J. Graham to determine 
if they met the basic requirements of law. That con- 
tention, it is believed, will not stand critical analysis. 
If the Commissioner was to perform no duty as to the 
statements other than to forward them, regardless of 
content, to the Administrator, what was the need of 
involving the Commissioner at all? If the Commis- 
sioner was to have no duties with respect to the con- 
tent of the statements, the law would have imposed 
on the Administrator the duty of calling for the state- 
ments and the submission of them directly to him. 
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Since Section 2457(c) requires the Commissioner to 
call for and receive the statements, the manifest in- 
tent is that the Commissioner determine that they 
prima facie meet the requirements of law before 
forwarding them and thereby relieve the Adminis- 
trator of that duty. 

Appellant cites no basis, and none is known, for 
the statement (see appellant’s Summary of Argu- 
ment), “Where two Agencies are administering an 
Act of Congress (the National Aeronautics and Space 
Act), one must have general jurisdiction which in- 
volves broad discretionary powers and the other 
should have restricted and only expressly delegated 
powers.” Many laws enacted by Congress call for the 
exercise of discretion in a case by more than one 
agency. Even appellant must admit that the Commis- 
sioner of Patents is required by the very law here 
in question, Section 2457(c), to exercise discretion in 
deciding which applications are directed to subject 
matter which would be useful in aeronautics or space 
activities, while the Administrator makes the deter- 
mination under Section 2457(c) whether the patent 
should issue to him on behalf of the United States. 
Another example is Section 181 of Title 35, United 
States Code, (Act of July 19, 1952, Ch. 950, 66 Stat. 
805), which calls for the exercise of discretion by the 
head of an interested Government agency in deter- 
mining whether an invention shall be kept secret and 
a patent withheld. In the same application, the Com- 
missioner of Patents exercises discretion under other 
sections of Title 35, U.S.C., to determine whether the 
application meets the requirements of law. 
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Appellant raises a new matter, not referred to be- 
low, in the assertion (under the heading “Argument” 
in its brief) that the Administrator, by the act of the 
Commissioner holding the applicants’ statements in- 
sufficient, “has been deprived of the patent even if in 
his broad discretionary powers he should decide that 
the patent should issue to the United States.” That 
contention is based on a manifest error in interpreta- 
tion of the applicable provisions of law and reveals 
an ignorance of procedures followed by the Commis- 
sioner and the Administrator to prevent any such de- 
privation. Section 2457(a) clearly and unequivocally 
requires that the exclusive right to any invention 
made in the performance of work under any contract 
of the Administration, is vested in the United States 
when the Administrator determines the presence of 
either of two stated conditions. In other words, by 
operation of law, exclusive rights to an invention vest 
in the Administrator of NASA if the invention is 
made in accordance with the conditions of Section 
2457(a). Congress, feeling that the contribution of 
government facilities, equipment, materials, allocated 
funds, ete., was a sufficient reason to place rights in 
the inventions in the Government, deliberately chose 
clear, concise and definitive language to state its in- 
tent. 

The language of Section 2457(c), by stating that 
“No patent may be issued to any applicant other than 
the Administrator” (in the absence of acceptable 
statements) makes it clear that a patent may never- 
theless issue to the Administrator without acceptable 
statements or even if there are none at all. The im- 
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plication of appellant’s argument is that an applicant, 
simply by refusing to file a Section 2457(c) statement 
will be able to defeat the statutory opportunity of the 
Administrator to have the patent issue to the U. S. 
Government if the invention had been made under the 
conditions of Section 2457(a). Such interpretation, 
if permitted to stand, would defeat the intent of Sec 
tion 2457(a). Accordingly, as a matter of routine 
practice, the Patent Office sends notices to the Ad- 
ministrator in connection with all applications in 
which statements have not been filed or are insuffi- 
cient in order that the Administrator may determine 
whether he wishes a patent to issue to him on behalf 
of the United States. Appellant’s statement, “No pat- 
ent may issue to anyone on an abandoned application,” 
is based on an obviously mistaken view of the status 
of applications in which adequate statements have not 
been filed. Those applications are not “abandoned” in 
the sense that term is used in Section 133, Title 35, 
U.S.C. (Act of July 19, 1952, Ch. 950, 66 Stat. 801). 
Rather, proceedings have been terminated in the ap- 
plications, insofar as the applicants are concerned, 
by operation of Section 2457(c). The proceedings 
are not terminated as to the Administrator. The 
statement in the Patent Office letter of December 12, 
1963 (JA-19), that “The application in due course 
will be sent to the abandoned files” was indicative 
only of the repository for the file and did not con- 
stitute a ruling that the application was “abandoned.” 
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Appellant Admitted To the Patent Office, Contrary To 
Its Present Contention, That the Commissioner Has the 
Authority To Rule On the Sufficiency Of the Statements 
Under Section 2457(c). 

Appellant’s present contention as to the authority 
of the Commissioner is at variance with admissions 
made on its behalf in the Patent Office. APPELLANT’S 
PETITION UNDER RULES 182 AND 183 FoR ISSUANCE 
oF PaTENT filed November 6, 1964 (JA-35) includes 
the following: 


“There is no express wording in 42 U.S.C. 2457, 
or any other statute, requiring the Commissioner 
to pass on the sufficiency of the written state- 
ment of paragraph 2457(c), but it appears corol- 
lary to the act that he has the power to do so. 


* * * * 


“A yeasonable and fair interpretation of the 


wording of 42 U.S.C. 2457 is that the Commis- 
sioner is barred by statute from issuing a patent 
to the applicant only if 


(1) No statement is filed at all—or 

(2) There is an obvious and clear absence of 
a bona fide attempt to present full facts— 
or 

(3) There is an omission to state the specifics 
of a contract relationship to NASA 7zf such 
relationship exists. 


Thus, even if the Commissioner does have the 
power to refuse to issue a patent because he be- 
lieves a recitation of facts insufficient, he 7s not 
required by statute to bar a patent if the recita- 
tion of facts is deemed inadequate as distinguish- 
ed from a failure to meet the broad, basic re- 
quirements of the statute.” 
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The District Court in its decision adopted, in 
effect, that analysis, that is, that it is “corollary to 
the act [Section 2457(c) ]” that the Commissioner has 
the power to pass on the sufficiency of statements un- 
der Section 2457 (c), that “the Commissioner is barred 
by statute from issuing a patent to the applicant” 
if “There is an obvious and clear absence of a bona 
fide attempt to present full facts,” and that the Com- 
missioner is required by statute to bar a patent to the 
applicant if there is a failure by the statements “to 
meet the broad, basic requirements of the statute.” 
As the District Court put it (JA-79), “When the 
statements are legally insufficient, as applicants’ affi- 
davits filed April 19, 1963, are in this case, the Court 
holds that it is within the broad discretion of the 
Commissioner of Patents pursuant to 35 U.S.C. §6 
to refuse to transmit such legally insufficient state- 
ments, and the application to which they relate, to the 
Administrator of NASA.” 

Having admitted that the Commissioner has the 
authority to pass on the legal sufficiency of the state- 
ments, appellant may not properly be heard to contend 
to the contrary now. 


The Submitted Statements Clearly Failed To Meet the 
Broad Basic Requirements Of Section 2457(c) 

The statements submitted by the applicants Kline 
and’ Graham (JA-15 and 16) manifestly were 
legally insufficient under the law, and the Commis- 
sioner’s act in refusing to transmit them was in no 
sense arbitrary or capricious. As already pointed 
out, statements conforming to Section 2457(c) are 
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required to contain two types of subject matter (1) the 
full facts concerning the circumstances under which 
the invention was made and (2) a statement as to 
the relationship (if any) of such invention to the per- 
formance of any work under any contract of the Ad- 
ministration. The statement submitted by the appli- 
cants here included only allegations that they were 
not, at the time the invention was made, performing 
any work under any contract with the Administra- 
tion. There was no recitation of any other facts con- 
cerning the cireumstances under which the invention 
was made. 

In contending that the submitted statements in- 
clude “the fact, the full fact and conclusion,” ap- 
pellant apparently would have the statutory descrip- 
tion read in the disjunctive, that is, that if the appli- 
cant believes that his work was not done under any 
contract of the Administration, his statement to that 
effect is sufficient. The statutory requirements, how- 
ever, are clearly in the conjunctive and with good 
reason. The applicant might well be performing work 
under an Administration contract and not know it. 
The requirement for a full recitation of facts is to 
afford the Administrator an opportunity to make his 
own determination as to whether an Administration 
contract was involved in addition to deciding whether 
the circumstances are such as to warrant issuance 
of the patent to him on behalf of the United States. 
As pointed out by the District Court (JA-78), Sec- 
tion 2457(c) manifestly requires a recitation of the 
“full facts” even where the work was not done under 
an Administration contract, since it parenthetically 
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includes the words “if any” following the word “re- 
lationship.” 

By including only one of two required parts, the 
submitted statements were obviously deficient under 
the law, and they were properly so held by the Com- 
missioner. 


The District Court Is Believed To Have Erred In Stat- 
ing That the Commissioner Could Grant A Request For 
An Extension Of Time For The Filing Of A Proper 
Statement Under Section 2457(c) 

In one assertion which was not essential to its 
holding in the case the District Court is believed to 
have erred. Its decision states (JA-80) that if appel- 
lant ‘had filed within the statutory 30-day period a 
suitable statement by one of the joint applicants with 
a suitable explanation as to why it was not possible to 
supply a similar statement by the other applicant, the 
Commissioner could have “allowed plaintiff a reason- 
able extension of time in order to obtain a proper 
statement from the other co-applicant.” Section 2457 
(c) categorically states that no patent may be issued 
to the applicant unless he filed the required statement 
“with the application or within thirty days after re- 
quest therefor by the Commissioner * * *.” That 
language would seem to afford the Commissioner no 
authority to grant an extension of the statutory peri- 
od, once he has formally requested the statements. 
The Commissioner has consistently held that he is 
lacking in authority under 35 U.S.C. 183 to extend 
the time for prosecuting patent applications, Ex parte 
Bauercamper, 1902 C.D. 180, 99 0.G. 448, Manual 
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of Patent Examining Procedure, Section 710.02 (e). 
It is axiomatic that “Administrative determinations 
must have a basis in law and must be within the 
granted authority,” Social Security Board v. Nierot- 
ko, 327 U.S. 358, 369. 


CONCLUSION 


The District Court is submitted to have been en- 
tirely correct in holding that Commissioner had the 
authority under Section 2457(c) and 35 U.S.C. 6 to 
rule on the legal sufficiency of the statements sub- 

mitted by the applicants Kline and Graham. Appel- 
’ Jant has failed to show that the Commissioner’s rul- 
ing under that authority was arbitrary or capricious. 
The decision of the District Court should, accordingly, 
be affirmed. 


Respectfully submitted, 


JosEPH SCHIMMEL, 
Acting Solicitor, 
United States Patent Office, 
Attorney for Appellee 
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